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I. 37 CFR 1.192(a) 

This brief is filed in triplicate, is accompanied by the fee set forth in 37 CFR 1.17(c), and 
sets forth the authorities and arguments on which the appellant will rely to maintain the appeal, 
n. 37 CFR 1.192(b) 

The filing is timely. Accordingly, this subsection is not relevant, 
m. 37 CFR 1.192(c) 

A. 37 CFR 1.192(c)(1) Real Party in Interest 

The real party in interest is Catalina Marketing Litemational, Inc., a Delaware 
corporation, which is wholly owned by Catalina Marketing Corporation, a Florida corporation. 

B. 37 CFR 1.192(c)(2) Related Appeals and Interferences 
Appeals are pending in the following related applications: 

1 . US Application No.: 09/478,351, filed October 8, 2002 (Neifeld Ref.: 
CAT/29-SCROC02CP). The applicants filed an appeal brief September 11, 2003. The 
applicants filed a response to election of species requirement, a request for reinstatement of 
appeal, and a supplemental appeal brief on December 22, 2003. 

2. US Application No.: 09/567,274, filed May 9, 2000 (Neifeld Ref: 
■CAT/29-SCROC03). The applicants filed an appeal brief January 28, 2003. The applicants 
filed a reply brief on October 16, 2003. 

3 . US Application No. : 09/7 1 6,404, filed November 2 1 , 2000 (Neifeld Ref : 
CAT/29-SCROC04). The applicants filed an appeal brief January 29, 2003; in the absence of a 
response by the USPTO, the appeal brief was refiled on October 1, 2003. 

4. US Application No. : 09/40 1 ,939 filed September 23 , 1 999 (Neifeld Ref : 
CAT/29US-SCROCO). The applicants filed an appeal brief on March 14, 2003. The applicants 
filedia reply brief on September 17, 2003. 

5. US Application No.: 09/401,198, filed September 23, 1999 (Neifeld Ref: 
CAT/29US-SCROD1). The applicants filed an appeal brief on October 9, 2001. The applicants 
filed a reply brief July 1, 2002. The Board of Patent Appeals and Interferences assigned Appeal 
No. 2003-1733 on July 9, 2003. 
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6. US Application No.: 09/410,086, filed October 1, 1999 (Neifeld Ref.: 
CAT/29US-SCROD2). The applicants filed an appeal brief on July 24, 2002. The applicants 
filed a substitute appeal brief March 6, 2003. 

7. US AppHcation No.: 90/005,888, filed December 12, 2000 (Neifeld Ref: 
SCROREEX634). This reexamination is not yet under appeal. The applicants filed an 
amendment in reexamination and remarks in response to the notice regarding defective paper in 
ex parte reexamination on April 3, 2003. 

C. 37 CFR 1.192(c)(3) Status of Claims 
Claims 32-91 are pending, rejected, and under appeal. 

The applicants point out that the summary of the final office action mailed September 17, 
2003 lists only claims 32-58 as being rejected. Office action page 2 lines 15-18. However, the 
body of that office action includes rejections of claims 32-91 . 

D. 37 CFR 1.192(c)(4) Status of Amendments 
All amendments are entered. 

E. 37 CFR 1.192(c)(5) Summary of the Invention 

The invention of claim 32 is a system for delivering incentives over the Internet 
comprising: a Web site for providing purchasing incentives fi"om multiple sources (page 3 lines 
12-16, page 18 lines 21-29); a consumer purchase history database based on consumer online 
shopping activity (page 23 lines 6-16, page 22 fines 10-17, and page 20 line 25 through page 21 
line 1); a consumer database which can identify consumers by their e-mail addresses (page 15 
lines 4-10, page 20 lines 26-27, and page 20 line 29 through page 21 line 3), v^herein said 
consumer database is connected to said Web site so as to receive consumer data fi-om said Web 
site (page 20 lines 29 through page 21 line 1); and means for delivering purchasing incentives to 
consumers by e-mail (page 20 lines 17-19). 

The invention of claim 33 is the system of claim 32 wherein said means for delivering 
purchase incentives delivers purchasing incentives based on consumer profile (page 19 lines 25- 
26). 

The invention of claim 34 is the system of claim 32 wherein the consumer purchase 
history database and said consumer database are integrated (page 20 lines 28-29). 
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The invention of claim 35 is the system of claim 32 wherein said Web site is an 
independently administered Web site (page 5 lines 28 through page 6 line 2). 

The invention of claim 36 is the system of claim 32 wherein said Web site is a 
cooperative site (page 5 lines 28 through page 6 line 2). 

The invention of claim 37 is the system of claim 32 wherein said consumer purchase 
history database includes data based on past purchasing activity (page 21 lines 4-5). 

The invention of claim 38 is the system for delivering incentives over the hitemet 
comprising: a Web site for providing purchasing incentives from multiple sources (page 18 lines 
21-29); a consumer purchase history database based on consumer online shopping activity (page 
23 lines 6-16, page 22 lines 10-17, and page 20 line 25 through page 21 line 1); a consumer 
database which can identify consumers by their e-mail addresses (page 15 lines 4-10, page 20 
lines 26-27, and page 20 line 29 through page 21 line 3), wherein said consumer database is 
connected to said Web site so as to receive consumer data from said Web site (page 20 lines 29 
through page 21 line 1); and a means for delivering by e-mail notices which remind consumers 
to visit said Web site (page 20 lines 17-19 and page 21 Unes 25-27). 

The invention of claim 39 is the system of claim 38 wherein said means for delivering e- 
mail notices delivers notices based on consumer profile (page 19 lines 25-26). 

The invention of claim 40 is the system of claim 38 wherein the consumer purchase 
history database and said consumer database are integrated (page 20 lines 28-29). 

The invention of claim 41 is the system of claim 38 wherein said Web site is an 
independently administered Web site (page 5 lines 28 through page 6 line 2). 

The invention of claim 42 is the system of claim 38 wherein said Web site is a 
cooperative Web site (page 5 lines 28 through page 6 line 2). 

,^ The invention of claim 43 is the system of claim 38 wherein said consumer purchase 
history includes data based on past purchasing activity (page 21 lines 4-5). 

- The invention of claim 44 is the system for delivering incentives over the Internet 
comprising: a Web site for providing purchasing incentives from multiple sources (page 18 lines 
21-29); a consumer purchase history database based on consumer online shopping activity (page 
23 lines 6-16, page 22 lines 10-17, and page 20 line 25 through page 21 line 1); a consumer 
database which can identify consumers by their e-mail addresses (page 15 lines 4-10, page 20 
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lines 26-27, and page 20 line 29 through page 21 line 3), wherein said consumer database is 
connected to said Web site so as to receive consumer data from said Web site (page 20 lines 29 
through page 21 line 1); and means for delivering by e-mail notices to purchase a specific 
manufacturer's product (page 20 lines 17-19). 

The invention of claim 45 is the system of claim 44 wherein said means for delivering e- 
mail notices dehvers notices based on consumer profile (page 19 lines 25-26). 

The invention of claim 46 is the system of claim 44 wherein the consumer purchase 
history database and the consumer database are integrated (page 20 lines 28-29). 

The invention of claim 47 is the system of claim 44 wherein said Web site is and 
independently administered Web site (page 5 lines 28 through page 6 line 2). 

The invention of claim 48 is the system of claim 44 wherein said Web site is a 
cooperative Web site (page 5 lines 28 through page 6 line 2). 

The invention of claim 49 is the system of claim 44 wherein said consumer purchase 
history database includes data based on past purchasing activity (page 21 lines 4-5). 

The invention of claim 50 is the method for delivering purchasing incentives over the 
Internet comprising the steps of: providing a Web site which offers shopping incentives from 
multiple sources (page 18 lines 21-29); a consumer purchase history database based on consumer 
online shopping activity (page 23 lines 6-16, page 22 lines 10-17, and page 20 line 25 through 
page 21 line 1); receiving a consumer's e-mail address from a consumer's computer (page 20 
lines 29 through page 21 line 3); maintaining a consumer email database which can identify 
consumers by their e-mail address (page 15 lines 4-10, page 20 lines 26-27, and page 20 line 29 
through page 21 line 3); and transmitting purchase incentives via an e-mail post office (page 21 
lines 4-8). 

The invention of claim 51 is the method of claim 50 wherein the step of transmitting 
purchase incentives to the consumer by electronic mail includes transmitting purchase incentives 
based on a consumer profile (page 21 lines 4-19). 

The invention of claim 52 is the method of claim 50 wherein the step of providing a Web 
site is performed by an independent Web site administrator (page 5 lines 28 through page 6 line 
2). 
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The invention of claim 53 is the method of claim 50 wherein the step of providing a Web 
site is achieved cooperatively (page 5 lines 28 through page 6 line 2). 

The invention of claim 54 is the method for delivering incentives over the Internet 
comprising the steps of: a Web site for providing purchasing incentives from multiple sources 
(page 18 lines 21-29); a consumer purchase history database based on consumer online shopping 
activity (page 23 lines 6-16, page 22 lines 10-17, and page 20 line 25 through page 21 line 1); 
receiving a consumer's e-mail address from a consumer's computer (page 20 lines 29 through 
page 21 line 3); maintaining a consumer email database which can identify consumers by their e- 
mail address (page 15 lines 4-10, page 20 lines 26-27, and page 20 line 29 through page 21 line 
3); and transmitting to consumers a notice to visit the Web site via the consumer's e-mail post 
office (page 21 lines 25-27). 

The invention of claim 55 is the method of claim 54 wherein the step of providing a Web 
site is performed by an independent Web site administrator (page 5 lines 28 through page 6 line 
2). 

The invention of claim 56 is the method of claim 54 wherein the step of providing a Web 
site is achieved cooperatively (page 5 lines 28 through page 6 line 2). 

The invention of claim 57 is a Web site for providing information and shopping 
incentives from multiple sources such as retailers and manufacturers comprising: a personal 
database (page 22 lines 1 1-12); a purchase history database wherein the data on the consumer 
purchases are based on online shopping activity (page 23 lines 6-16, page 22 lines 10-17, and 
page 20 line 25 through page 21 hne 1); means for generating a web page with a consumer- 
specific display (page 22 lines 16-18); means for updating said web page, (page 20 lines 12-14 
and page 23 lines 12-14); and means for informing the consumer by e-mail of new incentives 
(page 20 lines 2-4). 

The invention of claim 58 is the method for delivery of incentives by e-mail, comprising 
the steps of: maintaining a consumer database which identifies consumers by their e-mail 
addresses; generating targeted purchase incentives from a consumer purchase history database; 
and formatting an e-mail message to a consumer by electronic mail for subsequent printing of a 
coupon; and delivering the email message to an email address stored in said consumer database 
for said consumer (page 21 lines 4-8). 
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The invention of claim 59 is the system of claim 32 wherein said online shopping activity 
stored in said consumer purchase history database comprises shopping list selections data (page 
14 lines 13-20). 

The invention of claim 60 is the system of claim 32 wherein said online shopping activity 
stored in said consumer purchase history database comprises rebate offers data (page 12 line 21). 

The invention of claim 61 is the system of claim 32 wherein said online shopping activity 
stored in said consumer purchase history database comprises notices detailing specific offers 
data (page 21 lines 27-29). 

The invention of claim 62 is the system of claim 32 wherein said online shopping activity 
stored in said consumer purchase history database comprises focused incentives based on a 
consumer's prior shopping activity data (page 19 lines 25-26). 

The invention of claim 63 is the system of claim 32 wherein said online shopping activity 
stored in said consumer purchase history database comprises purchasing incentives for data 
defining coupons for subsequent printing by a consumer (page 21 lines 8-10). 

The invention of claim 64 is the system of claim 32 wherein said online shopping activity 
stored in said consumer purchase history database comprises links to at least one of 
manufacturer and retailer web sites (page 15 lines 18-20). 

The invention of claim 65 is the system of claim 32 wherein said online shopping activity 
stored in said consumer purchase history database comprises data enabling a consumer to request 
at least one of information regarding a product and a sample of said product (page 12 line 22 and 
page 12 line 25). 

The invention of claim 66 is the system of claim 32 wherein said consumer purchase 
history database stores data fi"om any online shopping activity (page 23 lines 9-10). 

The invention of claim 67 is the system of claim 32 wherein said consumer purchase 
history database stores an administrator of said system's web site data (page 28 lines 28-30). 

^ The invention of claim 68 is the system of claim 32 wherein said consumer purchase 
history database stores retail store purchase data, including a consumer's favorite brands data 
(page 6 lines 17-22 and page 23 lines 8-9). 

The invention of claim 69 is the system of claim 32 wherein said consumer purchase 
history database stores data including at least three of said customer identification number, 
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name, residential address, zip code, and email address (page 14 line 27 through page 15 line 1 
and page 19 lines 22-23). 

The invention of claim 70 is the system of claim 32 wherein said consumer purchase 
history database stores selected consumer demographic information data, including at least two 
of number of persons in a household, age categories of persons in said household, and number of 
pets in said household (page 14 line 27 through page 15 line 1). 

The invention of claim 71 is the system of claim 32 further comprising code for 
generating targeted, time phased incentives based on a consumer's actual buying patterns and 
preferences (page 21 lines 14-15). 

The invention of claim 72 is the system of claim 32 further comprising code for 
generating untargeted incentives offered by manufacturers or retailers (page 21 lines 14-15). 

The invention of claim 73 is the system of claim 32 wherein said purchase incentives 
contain data enabling coupons to be printed by said consumer (page 21 lines 8-9). 

The invention of claim 74 is the system of claim 32 wherein said purchase incentives 
contain data enabling purchase incentives to be printed at point of sale (page 24 lines 21-24). 

The invention of claim 75 is the system of claim 32 further comprising means to encode 
in a consumer's identification card, tokens representing said purchase incentives (page 24 lines 
9-12). 

The invention of claim 76 is the method of claim 50 wherein said online shopping 
activity data stored in said consumer purchase history database comprises shopping list 
selections associated with a particular consumer (page 14 lines 13-20). 

The invention of claim 77 is the method of claim 50 wherein said online shopping 
activity data stored in said consumer purchase history database comprises rebate offers data 
associated with a particular consumer (page 12 line 21). 

The invention of claim 78 is the method of claim 50 wherein said online shopping 
activity stored in said consumer purchase history database in association with an identification 
for a particular consumer comprises data detailing notice of specific offers provided to said 
particular consumer (page 21 lines 27-29). 
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The invention of claim 79 is the method of claim 50 further comprising generating 
focused incentives for a consumer based on said consumer's prior shopping activity (page 19 
lines 25-26). 

The invention of claim 80 is the method of claim 50 further comprising generating 
purchasing incentives data in a form suitable for printing of a coupon by a consumer (page 21 
lines 8-10). 

The invention of claim 81 is the method of claim 50 further comprising generating links 
to at least one of manufacturer and retailer web sites and associating said links with a particular 
consumer (page 15 lines 18-20). 

The invention of claim 82 is the method of claim 50 further comprising enabling a 
consumer to request at least one of information regarding a product and a sample of a product 
(page 12 line 22 and page 12 line 25). 

The invention of claim 83 is the method of claim 50 wherein said consumer purchase 
history database stores data from an administrator of said system's web site (page 28 lines 28- 
30). 

The invention of claim 84 is the method of claim 50 wherein said consumer purchase 
history database stores retail store purchase data, including a consumer's favorite brands (page 6 
line^ 17-22 and page 23 lines 8-9). 

The invention of claim 85 is the method of claim 50 wherein said consumer purchase 
history database stores at least three of said customer identification number, name, residential 
address, zip code, and email address (page 14 line 27 through page 15 line 1 and page 19 lines 
22-23). 

The invention of claim 86 is the method of claim 50 wherein said consumer purchase 
history database stores selected consumer demographic information, including at least two of 
number of persons in a household, age categories of persons in said household, and number of 
pets ifi said household (page 14 line 27 through page 15 line 1). 

The invention of claim 87 is the method of claim 50 wherein said purchase incentives 
include targeted, time phased incentives based on a consumer's actual buying patterns and 
preferences (page 21 lines 14-15). 
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The invention of claim 88 is the method of claim 50 wherein said purchase incentives 
include untargeted incentives from at least one of manufacturers and retailers (page 21 lines 14- 
15). 

The invention of claim 89 is the method of claim 50 further comprising printing said 
purchase incentives on a printer connected to and controlled by a consumer's computer (page 21 
lines 8-9). 

The invention of claim 90 is the method of claim 50 further comprising printing purchase 
incentives at point of sale (page 24 lines 21-24). 

The invention of claim 91 is the method of claim 50 further comprising encoding in a 
consumer's identification card tokens representing said purchase incentives (page 24 lines 9-12). 

F. 37 CFR 1.192(c)(6) Issues 

Whether the rejections of claims 32-91 under the first paragraph of 35 USC 1 12 are 
improper and should be reversed. 

Whether the rejections of claims 32-91 under the second paragraph of 35 USC 1 12 are 
improper and should be reversed. 

Whether the rejections of claims 32-91 under 35 USC 102 based upon Jovicic et al. (US 
5,855,007) [hereinafter Jovicic] are improper and should be reversed. 

Whether the rejections of claims 32-91 under 35 USC 103(a) based upon the examiner's 
alleged personal experience with PerformanceBike are improper and should be reversed. 

Whether the final rejections of claims 32-91 under the judicially created doctrine of 
obviousness-type double patenting over claims 1-3 of U.S. Patent No. 5,970,469, claims 1-39 of 
U.S. patent No. 6,014,634, and claims 1-10 of U.S. Patent No. 6,185,541 are improper and 
should be reversed. 

G. 37 CFR 1.192(c)(7) Grouping of Claims 

Group 1 consists of claims 32, 33, 68, 69, and 73. Group 2 consists of claim 34. Group 3 
consists of claim 35. Group 4 consists of claims 38 and 43. Group 5 consists of claim 39. 
Group 6 consists of claim 40. Group 7 consists of claim 41. Group 8 consists of claim 42. 
Group 9 consists of claims 44 and 49. Group 10 consists of claim 45. Group 1 1 consists of 
claim 46. Group 12 consists of claim 47. Group 13 consists of claim 48. Group 14 consists of 
claims 50, 79, 80, 84, 85, and 89. Group 15 consists of claim 51. Group 16 consists of claim 52. 
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Group 17 consists of claim 53. Group 18 consists of claim 54. Group 19 consists of claim 55, 
Group 20 consists of claim 56. Group 21 consists of claim 57. Group 22 consists of claim 58. 
Group 23 consists of claims 59 and 76. Group 24 consists of claims 60 and 77. Group 25 
consists of claims 61 and 78. Group 26 consists of claims 62 and 79. Group 27 consists of 
claims 63 and 80. Group 28 consists of claims 64 and 81. Group 29 consists of claims 65 and 
82. Group 30 consists of claims 66 and 83. Group 31 consists of claims 67 and 84. Group 32 
consists of claims 70 and 86. Group 33 consists of claims 71 and 87. Group 34 consists of 
claims 72 and 88. Group 35 consists of claims 74 and 90. Group 36 consists of claims 75 and 
91. Group 37 consists of claim 37. Group 38 consists of claim 36. 

H. 37 CFR L192(c)(8) Argument 

1. 37 CFR 1.192(c)(8)(i) - First Paragraph 35 USC 112 

a. The Rejections Under 35 USC 112 of Claims 32-91 
1 . The Examiner's Argument 

In support of the rejections of claims 32-91 under 35 USC 112, first paragraph, the 

examiner stated that: 

Claims 32-58 [sic] are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventors, at 
the time the application was filed, had possession of the claimed invention. The 
independently claimed steps of a system and method of a web site for providing 
purchasing incentives from multiple sources or a consumer database which can 
identify consumers by their e-mail addresses, wherein the consumer database is 
connected to the web site so as to receive consumer data from the web site are not 
enabled from the specification, because the specification does not discuss these 
system and method features such that one skilled in the art would be reasonably 
conveyed of inventor possession of the claimed invention. The specification 
merely recites vague language and general concepts but not the claimed details by 

^ the applicants. Since claims 33-37, 39-40, 45-49, 51-53, 55-56, and 59-91 depend 
upon claim[s] 32, 38, 44, 50, 54, and 57 which recite the independently claimed 
non-enabling new matter features, those claims are also rejected as being non- 

- enabling new matter from the independent parent claim. Furthermore, claims 32, 
33, 38, 39, 44, 45, and 57 contain recitations invoking 35 U.S.C. 1 12, sixth 
paragraph, as not setting a limit on how broadly the Office may construe means- 
plus-fiinction language under the rubric of reasonable interpretation (please see 
MPEP 2181). Those claims contain means for language which is not construed 
means-plus-function language under the rubric of reasonable interpretation, 
because the [sic] neither the claims nor specification provides a clear limit of 
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patentability. Those claimed means are merely exemplified after the "for" 
recitation and may incorporate any function that could be taught in the prior art. 
In order to consider those claims in light of the prior art, examiner will assume 
that those claims contain enabling subject matter. It is requested that applicants 
specify the opportunity and obligation whether to invoke 35 USC 1 12, sixth 
paragraph for claims 32, 33, 38, 39, 44, 45, and 57. In order to consider that 
claim in light of the prior art, examiner will assume that those claims are enabling 
to those skilled in the art and contain a clear limitation under the broadest 
reasonable interpretation. [Office action mailed September 17, 2003 page 2 line 
5 through page 3 line 1 1 .] 

2. The Applicants' Response 

In reply, the applicants submit that these rejections are improper and should be reversed 
because there is no factual basis supporting the legal conclusion that any one of claims 32-91 
violate the first paragraph of 35 USC 1 12. 

The examiner's reasoning confuses enablement and written description requirements, so 
the applicant addresses both issues below. 

a. Claims 32-91 are Enabled 

The enablement rejections of claims 32-91 are improper for two reasons. 

First, the examiner has provided no facts or reasoning supporting a conclusion that 
programming of web sites was not within the level of skill of one of ordinary skill in the art as of 
the middle of the 1990s. 

Second, the subject matter of the claimed inventions relates to programming of web sites. 

Web site computer programming in particular, and computer programming in general, were well 

known in the early 1990s. It has long been the law that mere implementation in computer code 

of specified funcfions is within the skill of one of ordinary skill in the art. See for example the 

CCPA's relevant holding in In re Sherwood , which stated that: 

In assessing any computer-related invention, it must be remembered that 
the programming is done in a computer language. The computer language is not a 

conjurafion of some black art, it is simply a highly structured language The 

- conversion of a complete thought (as expressed in English and mathematics, i.e. 
the known input, the desired output, the mathematical expressions needed and the 
methods of using those expressions) into a language a machine understands is 
necessarily a mere clerical function to a skilled programmer. [ In re Sherwood . 
613 F.2d 809, 817, n. 6, 1980 CCPA LEXIS 298, n. 6, 204 USPQ 537, 544 n. 6 
(CCPA 1980).] 
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Since claims 32-91 specify functions implemented in computer code, these claims are 

enabled. Therefore, the rejections of claims 32-91 are improper and should be reversed. 

b. Claims 32-91 are Described in the Specification 

i. Support for "a web site for providing 
purchasing incentives from multiple 
sources" 

There is written description support for the independent claim limitation "a web site for 

providing purchasing incentives from multiple sources" at page 18 lines 21-29 of the 

specification. Page 18 lines 21-29 of the specification states that: 

An alternative arrangement for distributing purchasing incentives over the 
Internet is illustrated in FIG. 13. This figure shows an incentive distribution 
server computer 300 and a user's personal computer 302 connected together 
through a computer network, indicated by the network cloud 304. The server 300 
has an associated storage device 306 on which are stored multiple advertisements 
and promotions. The system as described thus far operates in much the same way 
as the system described above with reference to FIGS. 1-11. A user 308 logs on 
to the server 300 through the network 304 and selects from a variety of offers 
stored on the storage device 306 by manufacturers and retailers. 

Specifically, the language "A user . . . selects from a variety of offers stored on the 
• storage device 306 by manufacturers and retailers'' supports the claimed language "purchasing 
incentives from multiple sources". 

In addition, applicants refer to page 3 lines 12-16 of the specification, which states that: 

The purchasing incentive offers in the presently preferred embodiment of 
the invention are derived from two sources: product manufacturers and retailers. 
The manufacturers' incentives are presented to the customer in the form of a 
convenient index that the customer can browse through and select from. 
Similarly, retail supermarkets provide the source of another set of special offers, 
organized by store. 

Specifically, the language "The purchasing incentive offers ... are derived from two 
sources: product manufacturers and retailers'\ in the context of users' selections from a web 
site, s-upports the claimed language "purchasing incentives from multiple sources", Therefore, 
the rejections of claims 32-91 are improper and should be reversed. 
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ii. Support for "a consumer database which 
can identify consumers by their e-mail 
addresses" 

a. Page 15 lines 3-10 

There is written description support for the independent claim limitation "a consumer 

database which can identify consumers by their e-mail addresses" at page 15 lines 4-10. Page 15 

lines 4-10 of the specification states that: 

FIG. 9 shows the registration process, which is similar to the Log-in 
process of FIG. 2, and identical reference numeral are used where appropriate. 
During the registration process, the customer's E-mail address is verified for 
correct syntax, as shown in block 90. The first time the customer registers, the E- 
mail address is used to create a unique household identification (id.), as shown in 
blocks 230 and 232. Subsequently, the user's household id. is used to reference 
prior registration information. The next steps are to record or update the 
consumer information, as indicated in block 234, and to proceed to final list 
generation, as indicated in block 236. 

This passage teaches that during registration, the customer's e-mail address is verified 
and is then used to create a unique household identification number. When the customer 
subsequently logs in, the system uses the customer's household identification to reference prior 
•registration information, thereby identifying consumers by their e-mail addresses. 

b. Page 20 line 26 - page 21 line 3 
There is also written description support for the independent claim limitation "a 

consumer database which can identify consumers by their e-mail addresses" at page 20 line 26 - 

page 21 line 3. Page 20 line 26 - page 21 Hne 3 of the specification states that: 

The system administrator also maintains a consumer database 506, which 
identifies consumers by their E-mail addresses. Alternatively, the consumer 
database 506 may be integrated with the consumer purchase history database 502. 
The consumer database 506 receives data primarily fi-om the system 
- administrator's Web site, indicated at block 508, which, in turn, receives a 
consumer's E-mail address fi-om each consumer's computer, indicated at 510. 
The consumer database 506 may also receive E-mail addresses fi-om independent 
consumer E-mail address lists, indicated in block 512. 

This passage teaches that the consumer's e-mail address is captured by the system 
administrator's Web site, which receives the e-mail address fi-om each customer's computer 
(510). Page 20 lines 26-27 disclose that the system stores consumers' e-mail addresses in the 
consumer database (506). Page 21 lines 1-3 teaches that the consumer database may also receive 
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e-mail address information from independent consumer e-mail address lists. 

iii. Support for "wherein the consumer 

database is connected to the web site so as 
to receive consumer data from the web 
site" 

There is written description support for the independent claim limitation "wherein the 
consumer database is connected to the web site so as to receive consumer data from the web 
site" at page 20 line 29 - page 21 line 1. Page 20 line 29 - page 21 Hne 1 of the specification 
states that: 

The consumer database 506 receives data primarily from the system 
administrator's Web site, indicated at block 508, which, in turn, receives a 
consumer's E-mail address from each consumer's computer, indicated at 510. 

This passage specifically provides support for the independent claim limitation "wherein 
the consumer database is connected to the web site so as to receive consumer data from the web 
site" because the consumer's e-mail address is an example of consumer data, and this passage 
discloses that the consumer database receives the consumer's e-mail address from the web site. 

Jn view of both the lack of clarity in the rejections and the express showing of support for 
claim hmitations just presented, the applicants submit that the rejections of claims 32-91 are 
improper and should be reversed. 

c. 35 use 112 Sixth Paragraph Rejections of 
Claims 32, 33, 38, 39, 44, 45, and 57 

The applicants respectfiiUy submit that these rejections are improper and should be 

reversed. 

First, 35 USC 112, sixth paragraph does not define a requirement with which the 
applicant must comply. Therefore, it is not a section of the statute which can form the basis for a 
rejection. 

Second, the means for sending email delivered by claims 32, 33, 38, 39, 44, 45, and 57 
are well defined since the term "email" is well defined in the art. Therefore, claims 32, 33, 38, 
39, 44, 45, and 57 are definite. 

Third, generating and operating web pages are well defined phrases in the art. Therefore, 
claim 57 is definite. Therefore, however construed, the rejections of claims 32, 33, 38, 39, 44, 
45, and 57 are improper and should be reversed. 
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2. 37 CFR 1.192(c)(8)(ii) - Second Paragraph 35 USC 112 

a. The Rejections Under 35 USC 112 of Claims 32-91 

1 . The Examiner's Argument 

In support of the rejections of claims 32-91 under 35 USC 112, second paragraph, the 

examiner stated that: 

Claims 32- 58 [sic] are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. The independently 
claimed steps of a system and method of a web site for providing purchasing 
incentives from multiple sources or a consumer database which can identify 
consumers by their e-mail addresses, wherein the consumer database is connected 
to the web site so as to receive consumer data from the web site fail to 
particularly point out and distinctly claim the subject matter which applicant 
regards as the invention, because the claims do not provide an antecedent basis 
for those features. Since the claims do not provide an antecedent basis for these 
critical independently claimed steps, the independently claimed invention is not 
described in the claims such that it fails to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. Since claims 
33-37, 39-40, 45-49, 51-53, 55-56, and 59-91 depend on claim[s] 32, 38, 44, 50, 
54, and 57 which recite the independently claimed indefinite feature, those claims 
are also rejected as being indefinite from the independent parent claim. 
- Furthermore, claims 32, 33, 38, 39, 44, 45, and 57 contain recitations invoking 35 
U.S.C. 1 12, sixth paragraph, as not setting a limit on how broadly the Office may 
construe means-plus-function language under the rubric of reasonable 
interpretation (please see MPEP 2181). Those claims contain means for language 
which is not construed means-plus-flinction language under the rubric of 
reasonable interpretation, because the [sic] neither the claims nor specification 
provides a clear limit of patentability. Those claimed means are merely 
exemplified after the "for" recitation and may incorporate any function that could 
be taught in the prior art. In order to consider those claims in light of the prior 
art, examiner will assume that those claims contain non-indefinite subject matter. 
It is requested that applicants specify the opportunity and obligation whether to 
invoke 35 USC 1 12, sixth paragraph for claims 32, 33, 38, 39, 44, 45, and 57. In 
order to consider those claims in light of the prior art, examiner will assume that 
those claims are not definite and contain non-indefinite subject matter. [Office 
- action mailed September 17, 2003 page 3 line 12 through page 4 line 17.] 

2. The Applicants' Response 

In reply, the applicants disagree for several reasons. 

First, the claim recitations are clear on their face, even without any reference to the 
specification. Therefore, their rejection as indefinite is improper and should be reversed. 
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Second, there is almost ipsus verbis antecedent basis support for the subject claim 
recitations in the specification, and the subject claim recitations are clearly supported by the 
specification's recitations. See page 12 lines 11-17, page 15 lines 4-10, page 20 lines 17-19, and 
page 20 line 25 - page 21 line 3. 

Third, the examiner's reference to lack of antecedent basis misapplies the law because 
the relevant recitations do not purport to refer to prior claim recitations. For example, claim 32's 
recitation "a Web site for providing purchasing incentives fi'om multiple sources", is identified 
by the examiner as lacking antecedent basis, and, of course, it needs no antecedent basis. 

For all of the foregoing reasons, the rejections of claims 32-91 as indefinite are improper 
and should be reversed. 

Finally, the applicants do not understand the examiner's "opportunity and obligation" 

recitation, and submit that the Board should ignore it. 

3. 37 CFR L192(c)(8)(iii) - 35 USC 102 

a. The Rejections Under 35 USC 102(b) of Claims 32-91 Based 
upon Jovicic 

1 . The Examiner's Argument 

- hi support of the rejections of claims 32-91 under 35 USC 102(b), the examiner stated 
that: 

Claims 32-58 [sic] are rejected under 35 USC 102(b) as being anticipated 
by Jovicic et al. (US 5,855,007). Jovicic discloses a system or method 
comprising: 

a web site for providing purchasing incentives fi-om muhiple sources (see 
the first sentence of the abstract whereby the internet and coupon is considered 
patentably equivalent to the claimed web site and incentives respectively); 

a consumer purchase history database based on consumer online shopping 
activity (the internet coupon server in the second sentence of the abstract is 
considered patentably equivalent to the claimed online consumer purchase history 
database); 

a consumer database which can identify consumers by their e-mail 
- address, wherein said consumer database is connected to said web site so as to 
receive consumer data fi-om said web site (the unique intemet coupon generation 
process transmitting a coupon back to a user's e-mail storage in the third and 
fourth sentences of the abstract is considered patentably equivalent to the claimed 
e-mail address consumer identification for web connection to receive consumer 
data); and 

means for delivering purchasing incentives to consumers by e-mail (the 
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unique internet coupon generation process transmitting a coupon back to a user's 
e-mail storage in the third and fourth sentences of the abstract is considered 
patentably equivalent to the claimed e-mail address consumer delivery). Li other 
independent claims, the recited features including reminding consumers, specific 
manufacture products, e-mail database or post office, personal database, and 
targeting incentives are statements of intended use and are also anticipated by 
Jovicic. Furthermore, the dependently claimed features, including the amended 
matter in the newly added thirty-one claims are also considered statements of 
intended use also anticipated by Jovicic. [Office action mailed September 17, 
2003 page 5 line 4 through page 6 line 5.] 

2. The Applicants' Response 

(a) Jovicic is not 102(b) Prior Art 

The following is a quotation of 35 USC 102(b): 

A person shall be entitled to a patent unless the invention was patented or 
described in this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the United States. 

Jovicic (US 5,855,007) was pubUshed after December 29, 1998. The present appUcation 

claims benefit of the filing date of U.S. Application Serial Number 09/401,939, filed September 

23, 1999, which is a continuation of Application Serial Number 08/905,501 filed August 4, 

1997, which is a continuation of PCT Application Serial Number PCT/US96/20497 filed 

December 23, 1996. Since the present application is a continuation of PCT appUcation 

- PCT/US96/20497, the specifications are identical, and therefore, all of the claims supported by 

the present application are also supported by PCT appUcation PCT/US96/20497. Since claims 

32-91 are supported by the specification of this application, they are prima facie entitled to the 

effective filing date of December 23, 1996. In re Wertheim , 646 F.2d 527, , 209 USPQ 554, 

565-66 (CCPA 1981). Therefore, Jovicic is not 102(b) prior art. Therefore, the rejections of 

claims 32-91 under 102(b) are improper and should be reversed. 

- Moreover, the examiner has not shown that Jovicic discloses what is claimed at least for 

the reasons presented below. 

(b) The Examiner has not Shown that Jovicic 
Discloses a System or Method Comprising "a 
web site for providing purchasing incentives 
from multiple sources" 

The examiner stated that "Jovicic discloses a system or method comprising: a web site 

for providing purchasing incentives from multiple sources". In support of this statement, the 
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examiner parenthetically referred to "the first sentence of the abstract whereby the internet and 

coupon is considered patentably equivalent to the claimed web site and incentives respectively". 

In reply, the applicant notes that the first sentence in the Jovicic abstract only states that: 

An electronic coupon communication system for generating and 
redeeming unique product discount coupons over public computer networks such 
as the Internet. 

That sentence does not disclose the limitations defined by the claim recitation "a web site 
for providing purchasing incentives from multiple sources". Thus, the examiner has not carried 
his burden of persuasion. 

(c) Jovicic does not Disclose a System or Method 
Comprising ^^a consumer purchase history 
database based on consumer online shopping 
activity" 

The examiner stated that "Jovicic discloses a system or method comprising: a consumer 
purchase history database based on consumer online shopping activity". In support of this 
statement, the examiner parenthetically stated that "the internet coupon server in the second 
sentence of the abstract is considered patentably equivalent to the claimed onhne consumer 
purchase history database". 

In reply, the applicant notes that the second sentence in the Jovicic abstract only states 

- that: 

The system comprises a first Internet node, an Internet coupon server and 
an Internet coupon notification center. 

This passage and any corresponding disclosure in Jovicic do not disclose "a consumer 

purchase history based on consumer online shopping activity" as recited, for example, by claim 

32. Instead, Jovicic discloses, with respect to databases, only that the user inputs demographic 

information during the initial registration process. See column 9 lines 60-63, which states that: 

Field 5 [Defined as "User demographic information" in Table 2 in Jovicic 
column 9 line 48.] bears indicia identifying user's demographic information 
which the Internet Coupon Server receives from the user during the initial 
registration process. [Jovicic column 9 lines 60-63.] 

Moreover, the examiner's position here is apparently inconsistent with his position as to 
the teachings of Jovicic in related reexamination Control No: 90/005,888. In the office action 
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mailed May 14, 2002, in that reexamination, the examiner admitted that Jovicic does not disclose 

updating the product data stored in a purchase history database, stating that: 

The independently claimed purchase incentive depending on product data 
stored in said personal page database and page data updating is patentably 
distinct from Jovicic because the purchase incentive or coupon depends on 
"product data" or ^'page data,'^ which is further updated, neither of which is 
expressly or implicitly taught in Jovicic. At column 3 lines 1-6, Jovicic 
discusses a coupon distribution and redemption system based on already obtained 
demographic data.^ [Page 4 lines 10-16; italics in the original; underlining and 
bold added for emphasis.] 

Thus, the examiner's assertion in this application that Jovicic does disclose updating 
"product data" in a consumer information database is inconsistent with his admission in the 
reexamination that Jovicic does not disclose updating "product data". 

Moreover, Jovicic 's teachings clearly indicate that Jovicic does not disclose (1) a 
consumer purchase history database (2) based on consumer online shopping activity. 

As an example, consider the object of the invention, column 3 lines 1-6 in Jovicic, which 
states that: 

[T]o provide a coupon distribution and redemption system which can 
identify users of the system before they make coupon selections and offer 
different coupons to different users of the system before they make coupon 
selections on the basis of already-obtained demographic data about the users. 

Thus, Jovicic is clearly directed to providing coupons, not purchases. Jovicic discloses 
demographic information in the user database 126 based solely upon the initial registration 
process. Jovicic 's demographic information is not purchase history information. Therefore, 
Jovicic does not disclose a consumer purchase history database. 

Moreover, Jovicic does not disclose "consumer online shopping activity". Therefore, 
Jovicic does not disclose "a consumer purchase history database based on consumer online 
shopping activity", as recited, for example, by claim 32. 

Independent claims 32, 38, 44, 50, and 54 all recite "a consumer purchase history 
database based on consumer online shopping activity". Jovicic does not disclose "a consumer 
purchase history database based on consumer online shopping activity". 



'Attachment 10 is a copy of page 4 of the office action mailed May 14, 2002 in 
reexamination number 90/005,888. 
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Independent claim 57 recites "a purchase history database wherein the data on the 
consumer purchases are based on online shopping activity". Jovicic does not disclose "a 
purchase history database wherein the data on the consumer purchases are based on online 
shopping activity". 

Independent claim 58 recites "generating targeted purchase incentives from a consumer 
purchase history database". Jovicic does not disclose "generating targeted purchase incentives 
from a consumer purchase history database". 

Therefore, Jovicic does not disclose the subject matter defined by independent claims 32, 
38, 44, 50, 54, 57, and 58. 

All of the dependent claims in the subject application depend from one of the foregoing 

independent claims. At least for these reasons, the rejections of claims 32-91 as being 

anticipated by Jovicic are improper and should be reversed. 

(d) Jovicic does not Disclose a System or Method 
Comprising "a consumer database which can 
identify consumers by their e-mail address, 
wherein said consumer database is connected to 
said web site so as to receive consumer data from 
said web site" 

The examiner stated that "Jovicic discloses a system or method comprising: a consumer 
database which can identify consumers by their e-mail address, wherein said consumer database 
is connected to said web site so as to receive consumer data from said web site". In support of 
this statement, the examiner parenthetically stated that "the unique internet coupon generation 
process transmitting a coupon back to a user's e-mail storage in the third and fourth sentences of 
the abstract is considered patentably equivalent to the claimed e-mail address consumer 
identification for web connection to receive consumer data". 

- In reply, the applicant notes that the third and fourth sentences in the Jovicic abstract 
only state that: 

The Internet coupon server generates a unique Internet coupon using a 
coupon generation process. The Internet coupon server accepts an on-line 
selection of one of the available unique Internet coupons from a user of the 
Intemet node and transmits the coupon back to the user's printing device or e- 
mail storage. 
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This passage and any corresponding disclosure in Jovicic do not disclose "a consumer 

database which can identify consumers by their e-mail address, wherein said consumer database 

is connected to said web site so as to receive consumer data from said web site" as recited, for 

example, by claim 32. Instead, Jovicic discloses, with respect to email addresses, only that the 

user may be prompted to enter an email address and the hitemet Coupon Server 124 mails the 

coupon electronically to the user. See column 8 lines 2-17, which states that: 

For example, user input accepted through the keyboard 114 can step 
through, or browse through the available electronic coupons in the Internet 
Coupon Server's browsing memory 128 during an on-line session and by having 
the Intemet Coupon Server 124 sequentially transmit digitized pattern of the 
electronic coupon over public computer network such as the Intemet 122, to 
hitemet node's 102 output device, such as the display 116. Once the user 
viewing the display 116 selects an electronic coupon 300 being displayed, 
such as by entering user input at the keyboard 114, the Internet Coupon 
Server 124 may ask the user to choose if the coupon is to be mailed 
electronically, Internet Coupon Server 124 prompts the user to input an 
electronic mail address 418. When electronic mail address is inputed [sic], 
Internet Coupon Server 124 mails the coupon electronically to the addressee 
420. [Jovicic column 8 lines 2-17; emphasis added.] 

Jovicic does not disclose retaining an email address in a consumer database. Therefore, 
Jovicic does not disclose "a consumer database which can identify consumers by their e-mail 
. address. Furthermore, Jovicic does not disclose "a consumer database which can identify 
consumers by their e-mail address, wherein said consumer database is connected to said web site 
so as to receive consumer data from said web site", as recited, for example, by claim 32. 

Independent claims 32, 38, 44, and 58 all recite "a consumer database which can identify 
consumers by their e-mail addresses, wherein said consumer database is connected to said web 
site so as to receive consumer data from said web site". Jovicic does not disclose "a consumer 
database which can identify consumers by their e-mail addresses, wherein said consumer 
database is connected to said web site so as to receive consumer data from said web site". 

Independent claim 50 recites "a consumer email database which can identify consumers 
by their e-mail address, wherein said consumer database is connected to said web site so as to 
receive consumer data from said web site". Jovicic does not disclose "a consumer email 
database which can identify consumers by their e-mail address, wherein said consumer database 
is connected to said web site so as to receive consumer data from said web site". 



21 



Independent claim 54 recites "a consumer database which can identify consumers by 
their e-mail address, wherein said consumer database is connected to said web site so as to 
receive consumer data from said web site". Jovicic does not disclose "a consumer database 
which can identify consumers by their e-mail address, wherein said consumer database is 
connected to said web site so as to receive consumer data from said web site". 

Therefore, Jovicic does not disclose the subject matter defined by independent claims 32, 
38, 44, 50, 54, and 58. 

All of the dependent claims in the subject application depend from one of the foregoing 

independent claims. At least for these reasons, the rejections of claims 32-56 and claims 58-91 

as being anticipated by Jovicic are improper and should be reversed. 

4. 37 CFR 1.192(c)(8)(iv) - Rejections Under 35 USC 103(a) of Claims 
32-91 Based upon the Examiner's Personal Knowledge of the 
Organization "Performance Bike" 

a. The Rejections Under 35 USC 103(a) of Claims 32-91 
1 . The Examiner's Argument 

In support of the rejections of claims 32-91 under 35 USC 103(a), the examiner stated 

that: 

Claims 32-58 [sic] are rejected under 35 USC 103(a) as being 
unpatentable over an obvious variation of examiner's personal experience of 
consumer purchasing incentive distribution provided by PerformanceBike. Since 
at least 1994, PerformanceBike has performed the claimed method and system of 

providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consumer shopping 
activity; 

a consumer database which can identify consumers by their addresses, 
wherein said consumer database can receive consumer data; and any one of 
means for delivering purchasing incentives to consumers, 
means for delivering notices to purchase a specific manufacturer's 
product, 

transmitting purchase incentives via post office, and 
means for or a method informing of new incentives or printing coupons. 
It is also considered old and well known that the claimed consumer profile basis, 
purchase history database either independently administered or of a cooperative 
form, and where purchase history includes data based on past purchasing activity 
are part of a system and method of delivering incentives. Official notice is taken 
of these old and well known claimed steps because specifically: 

a consumer profile basis results in different incentives for a given 



22 



consumer profile (e.g. an incentive delivery to a PerformanceBike customer who 
strives to be a Tour de France competitor rather than one who desires a new 
tricycle for a younger family member is a key element of a consumer profile 
basis, 

a purchase history database either independently administered or of a 
cooperative form results marketing mailings and where purchase history includes 
data based on past purchasing activity (e.g. homeowners are often targeted with 
offers of home mortgage refinancing, home improvements such as roofing, gutter 
cleaning, or window replacement based on their past purchase of a home or when 
a tricycle purchase results in offers of children products such as child helmets, 
tricycle horns, tricycle bells and the like). 

The claimed providing purchasing incentives fi-om multiple sources occur 
when the examiner went into a PerformanceBike retail outlet store and viewed 
incentive discounted products fi:-om a sales catalog source or another source such 
as a seasonal promotional pamphlet separate fr-om the sales catalog. The claimed 
consumer purchase history database based on consumer shopping activity occurs 
when the examiner became a member of Team Performance which is a fi*equent 
buyer program and submitted demographic data. The claimed consumer database 
which can identify consumers by their addresses, wherein said consumer database 
is connected so as to receive consumer data is considered equivalent to the 
examiner submitting data as a Team Performance member to PerformanceBike in 
order to provide shipping information such that the examiner Team Performance 
members is identified by the member address which is connected to a 
PerformanceBike database such that PerformanceBike mails Team Performance 
members seasonal sales information on a periodic basis. The independently 
claimed steps including means for delivering purchasing incentives to customers, 
means for delivering notices to purchase a specific manufacturer's product, 
transmitting purchase incentives via post office, and means for or a method 
informing of new incentives or printing coupons were administered by 
PerformanceBike through consumer purchasing incentives sale mailings which 
included manufacturer product coupons of products available either at the retail 
outlet to examiner postal mailing address. The examiner experience discussed 
above teaches the invention except for the claimed web site or page, online 
interaction, or e-mail communication. It would have been obvious to one skilled 
in the art to provide the claimed web site or page, online interaction, or e-mail 
- communication since web site or page, online interaction, or e-mail 
communication are merely automated features of a concept that is old and well 
known as discussed above. Please see In re Venner, 262 F.2d 91, 95, 120 USPQ 
193, 194 (CCPA 1958) in which the court held that broadly providing an 
automatic or mechanical means to replace a manual activity which accomplished 
the same result is not sufficient to distinguish over the prior art). It is considered 
that the claimed web site or page, online interaction, or e-mail communication are 
broadly providing an automatic or mechanical means to replace a manual activity 
which accomplished the same result as discussed under examiner experience as a 
Team Performance member. The motivation to combine applicants claimed 
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invention with the services offered by PerformanceBike in order is to allow 
advertisers greater consumer targeting capabilities through electronic mail 
mediums, while transferring electronic information, which clearly shows the 
obviousness of the claimed invention. [Office action mailed September 17, 2003 
page 6 line 7 through page 9 line 6.] 

2. The Applicants' Response 

hi reply, the applicants respectfully submit that these rejections are not supported by 

substantial evidence and they fail to carry the burdens of proof and persuasion. Therefore, the 

rejections of claims 32-91 are improper and should be reversed. 

a. The Examiner has not Met his Burden of 

Showing Prima Facie Obviousness Under 35 
use 103(a) 

Specifically, the examiner stated that: 

It would have been obvious to one skilled in the art to provide the claimed 
web site or page, online interaction, or email communication since web site or 
page, online interaction, or e-mail communication are merely automated features 
of a concept that is old and well known as discussed above. [Office action mailed 
September 17, 2003 page 8 lines 14-17.] 

The examiner has not met his burden for obviousness under 35 USC 103(a) for claims 

^32-91 . Regarding the requirements for a showing of obviousness, in McGinlev v. Franklin 

Sports. Inc. , the CAFC stated that: 

When patentability turns on the question of obviousness, the search for 
and analysis of the prior art includes evidence relevant to the finding of whether 
there is a teaching, motivation, or suggestion to select and combine the references 
relied on as evidence of obviousness. [ McGinlev v. Franklin Sports, Inc. . 262 
F.3d 1339, 1351-52, 60 USPQ2d 1001, 1008 (Fed. Cir. 2001).] 

In Li re Rouffet . the CAFC stated that: 

In other words, the Board must explain the reasons one of ordinary skill in 
- the art would have been motivated to select the references and to combine them to 

render the claimed invention obvious, fin re Rouffet , 149 F.3d 1350, 1359, 47 
. USPQ2d 1453, 1459 (Fed. Cir. 1998).] 

In reference to the examiner's burden in showing the requisite motivation, in In re Sang- 

Su Lee , the CAFC stated that: 

This factual question of motivation is material to patentability, and could 
not be resolved on subjective belief and unknown authority. It is improper, in 
determining whether a person of ordinary skill would have been led to this 
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combination of references, simply to "[use] that which the inventor taught against 
its teacher." W.L. Gore v. Garlock, he . 721 F.2d 1540, 1553, 220 USPQ 303, 
312-13 (Fed. Cir. 1983). Thus the Board must not only assure that the requisite 
findings are made, based on evidence of record, but must also explain the 
reasoning by which the findings are deemed to support the agency's conclusion, 
r in re Sang-Su Lee. Docket No. 00-1158 (Fed. Cir. January 18, 2002).] 

The examiner has not met his burdens of proof and persuasion for obviousness under 35 

use 103(a) for claims 32-91 because the examiner has not shown the requisite factual basis and 

reasoning for motivation to modify the prior art in a manner that results in claimed subject 

matter. The examiner has failed to show sufficient motivation why it would have been obvious 

to modify "a concept that is old and well known" to arrive at the claimed inventions. Each claim 

defines more than a website, an email, or an online transaction. The examiner's blanket 

conclusions do not address the limitations claimed, and therefore fail the requirement to show 

motivation. In re Rouffet . infi-a. Therefore, the rejections of claims 32-91 under 35 USC 103(a) 

are improper and should be reversed. 

b. The Examiner's Admission that Examiner's 
Experience Does not Teach the Claimed Web 
Site or Page, Online Interaction, or E-mail 
Communication 

On page 8 lines 12-13 of the office action mailed September 17, 2003, the examiner, in 

support of rejections of claims 32-58, alleged that his experience teaches the inventions claimed 

in the subject application, except for the claimed web site or page, online interaction, and e-mail 

communication. In that passage, the examiner stated that: 

The examiner experience discussed above teaches the invention except for 
the claimed web site or page, online interaction, or e-mail communication. 

However, as shown below, the actual facts specified by the examiner regarding what he 

knew to be prior art do not support his assertion above. The applicants submit that the facts 

regarding prior art alleged by the examiner were insufficient to have made the subject matter of 

any claim obvious to a person of ordinary skill in the art. Thus, the examiner's assertions do not 

support rejection under 35 USC 103(a) of any one of claims 32-91. Therefore, the rejections 

should be reversed. 
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i. The Examiner's Identification of Facts 
Comprising His Knowledge of Prior Art 

The examiner's alleged experience specified at office action mailed September 17, 2003 

page 7 line 15 to page 8 line 12 identifies only the following facts as his knowledge of prior art: 

1 . The examiner viewing "incentive discounted products in papers available in a 
PerformanceBike retail store". 

2. The examiner joining "Team Performance". 

3. The examiner "submitted demographic data". 

4. The examiner impliedly receiving "seasonal sales information" fi-om 
PerformanceBike. 

a. Claim 32 Limitations 

The examiner does not actually identify any of the limitations defined by independent 
claim 32. With respect to claim 32, the examiner does not identify as his prior art knowledge: 

1 . A system for delivering incentives over the Internet; 

2. a web site for providing purchasing incentives fi"om multiple sources; 

3. a consumer purchase history database based upon online shopping activity; 

4. a consumer database which can identify consumers by their e-mail addresses; 

5. a consumer database that is connected to and receives consumer data fi"om a web site; 

6. means for delivering purchasing incentives to consumers by e-mail. 

b. Claim 38 Limitations 

The examiner does not actually identify any of the limitations defined by independent 
claim 38. With respect to claim 38, the examiner does not identify as his prior art knowledge: 

1. A system for delivering incentives over the hitemet; 

2. a web site for providing purchasing incentives fi-om multiple sources; 

3. a consumer purchase history database based upon online shopping activity; 

. 4. a consumer database which can identify consumers by their e-mail addresses; 

5. a consumer database that is connected to and receives consumer data from a web site; 

6. means for delivering by e-mail, notices which remind consumers to visit the web site. 

c. Claim 44 Limitations 

The examiner does not actually identify any of the limitations defined by independent 
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claim 44. With respect to claim 44, the examiner does not identify as his prior art knowledge: 

1 . A system for delivering incentives over the Internet; 

2. a web site for providing purchasing incentives from muhiple sources; 

3. a consumer purchase history database based upon online shopping activity; 

4. a consumer database which can identify consumers by their e-mail addresses; 

5. a consumer database that is connected to and receives consumer data from a web site; 

6. means for delivering by e-mail, notices to purchase a specific manufacturer's product. 

d. Claim 50 Limitations 

The examiner does not actually identify any of the limitations defined by independent 
claim 50. With respect to claim 50, the examiner does not identify as his prior art knowledge: 

1. A method for delivering incentives over the Intemet; 

2. providing a web site which offers shopping incentives from multiple sources; 

3. maintaining a consumer purchase history database based upon online shopping 
activity; 

4. receiving a consumer's e-mail address from a consumer's computer; 

5. maintaining a consumer database which can identify consumers by their e-mail 
addresses; 

6. transmitting purchase incentives via an e-mail post office. 

e. Claim 54 Limitations 

The examiner does not actually identify any of the limitations defined by independent 
claim 54. With respect to claim 54, the examiner does not identify as his prior art knowledge: 

1. A method for delivering incentives over the Intemet; 

2. providing a web site which offers shopping incentives from multiple sources; 

3. maintaining a consumer purchase history database based upon online shopping 
activity; 

- 4. receiving a consumer's e-mail address from a consumer's computer; 

5. maintaining a consumer database which can identify consumers by their e-mail 
addresses; 

6. transmitting to customers, via the consumer's e-mail post office, a notice to visit the 
web site. 
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f. Claim 57 Limitations 

The examiner does not actually identify any of the limitations defined by independent 
claim 57. With respect to claim 57, the examiner does not identify as his prior art knowledge: 
L A web site for providing information and shopping incentives fi*om multiple sources, 
such as retailers and manufacturers comprising a personal database; 

2. a purchase history database wherein the data on the consumer purchases are based on 
online shopping activity; 

3. means for generating and updating a web page with a consumer-specific display; 

4. means for informing the consumer by e-mail of new incentives. 

g. Claim 58 Limitations 

The examiner does not actually identify any of the limitations defined by independent 
claim 58. With respect to claim 58, the examiner does not identify as his prior art knowledge: 

1 . A method of delivery of incentives by e-mail, comprising maintaining a consumer 
database which identifies consumers by their e-mail addresses; 

2. A method of delivery of incentives by e-mail, comprising maintaining a consumer 
database which generates targeted purchase incentives fi'om a consumer purchase history 
database; 

3. formatting an e-mail message to a consumer by electronic mail for subsequent 
printing of a coupon; 

4. delivering the email message to an email address stored in said computer database for 
said consumer. 

ii. The Examiner's Allegations do not Support 
Rejection under 35 USC 103(a) of any one of 
Claims 32-91 

- On page 8 line 20 through 9 line 6 of the office action mailed September 1 7, 2003, the 
examiner alleged that: 

It is considered that the claimed web site or page, onHne interaction, or e- 
mail communication are broadly providing an automatic or mechanical means to 
replace a manual activity which accomplished the same result as discussed under 

examiner experience as a Team Performance member. The motivation to ^ 
combine applicants claimed invention with the services offered by 
PerformanceBike in order is to (sic) allow advertisers greater consumer targeting 
capabilities through electronic mail mediums, while transferring electronic 
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information, which clearly shows the obviousness of the claimed invention. 

This statement does not indicate why all limitations claimed in any claim are disclosed or 
suggested by the prior art. Therefore, it cannot support rejection of any claim. 

Moreover, the applicants assert that the examiner's allegation that his experience teaches 
the inventions claimed in the subject application, except for the claimed web site or page, online 
interaction, and e-mail communication are insufficient to support a rejection under 35 USC 
103(a) of any of claims 32-91, because each of the independent claims in the application (32, 38, 
44, 50, 54, 57, and 58) defines additional limitations. 

The independent claims recite numerous limitations not even alleged by the examiner as 
known to him. 

a. Claim 32 Recitations not Alleged by 
the Examiner 

bidependent Claim 32 recites: 

A system for delivering incentives over the hitemet comprising: 

a Web site for providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consumer online shopping activity; 

a consumer database which can identify consumers by their e-mail addresses, wherein 
said consumer database is connected to said Web site so as to receive consumer data from said 
Web site; and 

means for delivering purchasing incentives to consumers by e-mail. 

b. Claim 38 Recitations not Alleged by 
the Examiner 

Lidependent Claim 38 recites: 

A system for delivering incentives over the Litemet comprising: 
- a Web site for providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consumer online shopping activity; 

a consumer database which can identify consumers by their e-mail addresses, wherein 
said consumer database is connected to said Web site so as to receive consumer data from said 
Web site; and 

a means for delivering by e-mail notices which remind consumers to visit said Web site. 
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c. Claim 44 Recitations not Alleged by 
the Examiner 

Independent Claim 44 recites: 

A system for delivering incentives over the Intemet comprising: 

a Web site for providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consumer online shopping activity; 

a consumer database which can identify consumers by their e-mail addresses, wherein 
said consumer database is connected to said Web site so as to receive consumer data from said 
Web site; and 

means for delivering by e-mail notices to purchase a specific manufacturer's product. 

d. Claim 50 Recitations not Alleged by 
the Examiner 

hidependent Claim 50 recites: 

A method for delivering purchasing incentives over the Intemet comprising the steps of: 
providing a Web site which offers shopping incentives from multiple sources; 
maintaining a consumer purchase history database based on consumer online shopping 
activity; 

receiving a consumer's e-mail address from a consumer's computer; 
maintaining a consumer email database which can identify consumers by their e-mail 
address; and 

transmitting purchase incentives via an e-mail post office. 

e. Claim 54 Recitations not Alleged by 
the Examiner 

Independent Claim 54 recites: 

A method for delivering incentives over the Intemet comprising the steps of 
providing a Web site which offers shopping incentives from multiple sources; 
maintaining a consumer purchase history database based on consumer online shopping 
activity; 

receiving a consumer's e-mail address from a consumer's computer; 

maintaining a consumer database which can identify consumers by their e-mail address; 

and 
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transmitting to consumers a notice to visit the Web site via the consumer's e-mail post 

office. 

f. Claim 57 Recitations not Alleged by 
the Examiner 

hidependent Claim 57 recites: 

A Web site for providing information and shopping incentives from multiple sources 
such as retailers and manufacturers comprising: 

a purchase history database wherein the data on the consumer purchases are based on 
online shopping activity; 

means for generating a web page with a consumer-specific display; 

means for updating said web page; and 

means for informing the consumer by e-mail of new incentives. 

g. Claim 58 Recitations not Alleged by 
the Examiner 

Independent Claim 58 recites: 

A method for delivery of incentives by e-mail, comprising the steps of; 
maintaining a consumer database which identifies consumers by their e-mail address; 
generating targeted purchase incentives from a consumer purchase history database; 
formatting an e-mail message to a consumer by electronic mail for subsequent printing of 
a coupon; and 

delivering the email message to an email address stored in said consumer database for 
said consumer. 

Therefore, the rejections under 35 USC 103(a) of claims 32-91 are improper and should 
be reversed. 

c. Objectively Implausible Nature of the 

Examiner's Factual Assertions Regarding his 
Personal Experience 

The panel reviewing this appeal should also measure the probative value of the 
examiner's factual assertions of his personal knowledge of prior art in the final office action in 
view of the impugning evidence submitted below. 

The examiner made blanket statements in the office action mailed September 17, 2003 at 
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page 6 line 7 through page 9 Une 6 that a large number of limitations defined by claims 32-91 
were known to him as having been present in the PerformanceBike.com web site since at least 
1994.2 

In fact, the examiner also made the same type of blanket statement regarding the 
PerformanceBike.com web site in rejecting all claims in the related attomey docket CAT/29US- 
SCROCO, application number 09/401,939, in the office action mailed November 22, 2002 at 
page 6 line 1 1 through page 9 line 8? This application is now on appeal. In the CAT/29US- 
SCROCO, application number 09/401,939 office action mailed November 22, 2002 at page 17 
line 3 through page 19 line 19, the examiner included an affidavit alleging the existence and 
functionality of the PerformanceBike.com website/ 

The examiner also made the same type of blanket statement regarding the 
PerformanceBike.com web site in rejecting all claims in attomey docket PIP-50-KENN, 
application number 09/526,535, filed March 16, 2000, in the office action mailed December 18, 
2002 at page 4 line 15 through page 7 line 22.^ This application is now on appeal. In the office 
action in PIP-50-KENN mailed December 18, 2002, at page 1 1 line 3 through page 14 line 9, the 
examiner included an affidavit specifying the alleged functionality of the PerformanceBike.com 
website in 1994 in support of his obviousness rejection.^ 

However, in each one of the following applications: CAT/29US-SCROCO application 



^ Attachment 1 is a copy of pages 6-9 of the office action mailed September 17, 2003 in 
the subject application. 

^ Attachment 2 is a copy of pages 6-9 of the office action mailed November 22, 2002 in 
application number 09/401,939. 

^ Attachment 6 is a copy of the 3 page examiner affidavit supporting obviousness 
rejection contained in the official action mailed November 22, 2002 in application number 
09/401,939. 

^ Attachment 3 is a copy of pages 4-7 of the office action mailed December 18, 2002 in 
application number 09/526, 535. 

* Attachment 4 is a copy of the 4 page examiner affidavit supporting obviousness 
rejection contained in the official action mailed December 18, 2002 in application number 
09/526,535. 
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number 09/401,939; PIP-50-KENN application number 09/526,535; and the subject application 

(CAT/29US-SCRC03, application number 09/756,788), the applicants filed in May and June 

2003 probative evidence that the examiner's assertions were false/ In the office action mailed 

September 1 7, 2003, in this application, the examiner recanted, stating that: 

The examiner experience discussed above teaches the invention except 
for the claimed web site or page, online interaction, or e-mail communication. 
[Page 8 lines 12-13; emphasis added.] 

Therefore, the examiner admitted that his prior factual assertions in support of the 

rejections of claims 32-58 under 103(a) were false. 

i. The Examiner's Allegations in the Subject 
Application 

ha the subject application, in the office action mailed May 21, 2003, the examiner alleged 
personal knowledge that in 1994 the PerformanceBike.com website included every limitation in 
every claim, except for those claims pertaining an e-mail notification. Specifically, at page 6 
line 4 through page 7 line 14, the examiner stated that: 

Claims 32-91 are rejected under 35 USC 103(a) as being unpatentable 
over an obvious variation of examiner's personal knowledge of consumer 
purchasing incentive distribution provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the 
claimed method and system of: 

a web site for providing purchasing incentives fi-om multiple sources; 

a consumer purchase history database based on consumer online shopping 
activating [sic]; 

a consumer database which can identify consumers by their addresses, wherein 
said consumer database is connected to said website so as to receive consumer data fi*om 
said web site; and any one of 

means for delivering purchasing incentives or web site visit notices to consumers; 

means for delivering notices to purchase a specific manufacturer's product; 



^ The probative evidence includes: 

Attachment 7: a copy of pages 1 1-23 of the appeal brief filed in PrP50-KENN- 
US, applicafion number 09/526,535, filed May 16, 2003. 

Attachment 8: a copy of pages 13-22 of the appeal brief filed in CAT29US- 
SCROCO, application number 09/401,939, filed March 14, 2003. 

Attachment 9: a copy of pages 22-29 of the amendment filed in the subject 
application on April 17, 2003. 
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transmitting purchase incentives or web site visit notices via a post office; and 
means for or a method informing of new incentives or printing coupons. 

Examiner also has personal knowledge of consumer profile basis, purchase 
history database either by an independently administered or cooperative site, and where 
purchase history includes data based on past purchasing activity. The claimed web site 
for providing purchasing incentives fi-om multiple sources occur when the examiner went 
into a PerformanceBike retail outlet store, associated web site or kiosk and viewed 
discounted products from a sales catalog. The claimed consumer purchase history 
database based on consumer online shopping activating [sic] occurs when the examiner 
became a member of Team Performance which is a frequent buyer program and 
submitted demographic data. The claimed consumer database which can identify 
consumers by their addresses, wherein said consumer database is connected to said 
website so as to receive consumer data from said web site occurs when examiner 
submitted data to associate the PerformanceBike retail database to receiving shipping 
information. The claimed steps including means for delivering purchasing incentives or 
web site visit notices to consumers, means for delivering notices to purchase a specific 
manufacturer's product, transmitting purchase incentives or web site visit notices via a 
post office, and means for or a method informing of new incentives or printing coupons 
were administered by PerformanceBike through sale maiUngs which included coupons of 
products available either at the retail outlet or web site. The claimed invention, recited 
by the appUcant, has been provided by PerformanceBike long before the filing of 
applicants' invention. [Office action mailed May 21 , 2003 page 6 line 4 through page 7 
line 14; emphasis added.] 

In the same office action in this application, the examiner also asserted that: 

Furthermore, examiner experience teaches the claimed invenfion except 
for the claimed e-mail notification. [Office action mailed May 21, 2003 page 7 
lines 17-18.] 

The May 21, 2003 office action quoted above recants personal knowledge based upon the 

PerformanceBike.com website, by stating that: 

The examiner experience discussed above teaches the invention except for 
the claimed web site or page, online interaction, or e-mail communication. 
[Office action mailed September 17, 2003 page 8 lines 12-13.] 

This factual assertion, lacking the reliance the examiner had previously placed upon the 
PerformanceBike.com web site, is clearly an admission that the examiner's prior assertions 
under oath were false. It was of course the applicants' submission of the highly probative 
evidence noted above that forced this admission. The examiner's admission that his assertions 
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under oath were false is reason for the Board to discount any remaining assertions of the 
examiner's personal knowledge. 

ii. The Examiner's Related Allegations in 
Attorney Docket CAT/29US-SCROCO, 
Application Number 09/401,939 

In attorney docket CAT/29US-SCROCO, application number 09/401,939, in the office 

action mailed November 22, 2002, the examiner alleged the existence of the 

PerformanceBike.com website in 1994 provided him personal knowledge of every limitation in 

every claim contained in that application. The examiner stated that: 

Claims 32-70 are rejected under 35 USC 103(a) as being unpatentable 
over an obvious variation of examiner's personal knowledge of consumer 
purchasing incentive distribution provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the 
claimed method, system, and program of: 

transmitting promotion data identifying a plurality of product discounts 
from a main personal computer over a computer network... [Office action mailed 
November 22, 2002 page 6 lines 11-16.] 

iii. The Examiner's Related Allegations in 
Attorney Docket PIP-50-KENN, Application 
Number 09/526,535 

In attorney docket PIP-50-KENN, application number 09/526,535, in the office action 

mailed December 18, 2002, the examiner alleged the existence of the PerformanceBike.com 

website in 1994 provided him personal knowledge of every limitation in every claim contained 

in that application. The examiner stated that: 

Claims 1-74 are rejected under 35 USC 103(a) as being unpatentable over 
an obvious variation of examiner's personal experience of a method or system of 
targeted research information as provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the 
claimed method or system comprising... [Office action mailed December 18, 
2002 page 4 lines 15-18.] 

. The examiner's allegations that so many limitations in so many claims in the three 

applications were personally known to him are objectively implausible. For this additional 

reason, the Board should question the probative value of the examiner's remaining assertions of 

personal knowledge and accord them little or no probative weight. 
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d. The Improper Reliance upon Offlcial Notice 

The examiner noted that: 

It is also considered old and well known that the claimed consumer profile 
basis, purchase history database either independently administered or of a 
cooperative form, and where purchase history includes data based on past 
purchasing activity are part of a system and method of delivering incentives. 
Official notice is taken of these old and well known claimed steps because . . . 
[Office action mailed September 17, 2003 page 6 Hne 18 through page 7 Hne 4.] 

hi reply, the applicants first submit that the examiner's reliance on official notice is 
improper, since it forms the basis for the examiner's obviousness conclusion. See Barry, "Did 
You Ever Notice? Official Notice in Rejections" 81 JPTOS 129 (1999).^ Therefore, the 
rejections of claims 32-91 relying upon the official notice are improper and should be reversed. 

Moreover, the examiner's reasoning for taking official notice is flawed. The examiner 
reasoned that: 

It is also considered old and well known that the claimed consumer profile 
basis, purchase history database either independently administered or of a 
cooperative form, and where purchase history includes data based on past 
purchasing activity are part of a system and method of deHvering incentives. 
Official notice is taken of these old and well known claimed steps because 
specifically: 

a consumer profile basis results in different incentives for a given 
customer profile (e.g. an incentive delivery to a PerformanceBike consumer who 
strives to be a Tour de France competitor rather than one who desires a new 
tricycle for a younger family member is a key element of a consumer profile 
basis), [Office action mailed September 17, 2003 page 6 line 18 through page 7 
line 8.] 

In reply, the applicants submit that (1) the statement is incomprehensible and (2) noticing 

that "a consumer profile basis results in different incentives for a given customer profile" is not 

an appropriate circumstance for reliance upon official notice. In addressing this topic, MPEP 

2144.03(A) states that: 

While "official notice" may be relied on, these circumstances should be 
rare when an application is under final rejection or action under 37 CFR 1.113. 
Official notice unsupported by documentary evidence should only be taken by the 
examiner where the facts asserted to be well-known, or to be common knowledge 



^ Attachment 5 is a copy of Barry, "Did You Ever Notice? Official Notice in 
Rejections" 81 JPTOS 129 (1999). 
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in the art are capable of instant and unquestionable demonstration as being well- 
known. As noted by the court in In re Ahlert, 424 F.2d 1088, 1091, 165 USPQ 
41 8, 420 (CCPA 1970), the notice of facts beyond the record which may be taken 
by the examiner must be "capable of such instant and unquestionable 
demonstration as to defy dispute" (citing In re Knapp Monarch Co., 296 F.2d 230, 
132 USPQ 6 (CCPA 1961)). 

By taking official notice, the examiner asserts that certain facts are well-known or are 
common knowledge in the art and are capable of instant and unquestionable demonstration. The 
applicants dispute these assertions because these facts are not capable of instant and 
unquestionable demonstration as being well-known. Therefore, the rejections of claims 32-91 
relying upon the official notice are improper and should be reversed. 

Furthermore, the applicants submit that by alleging official notice that "a consumer 

profile basis " was well known, the examiner has alleged official notice of state of the art 

technology. In addressing this topic, MPEP 2144.03(A.) cites the court in In re Evnde . 480 F.2d 

1364, 1370, 178 USPQ 470, 474 (CCPA 1973) and stated that: 

[W]e reject the notion that judicial or administrative notice may be taken 
of the state of the art. The facts constituting the state of the art are normally 
subject to the possibility of rational disagreement among reasonable men and are 
not amenable to the taking of such notice. 

Since the examiner is attempting to have you take judicial notice of the state of the art, 
which the court in In re Evnde states is not amenable to the taking of such notice, the rejections 
of claims 32-91 relying upon the official notice are improper and should be reversed. 

The examiner attempts to justify taking official notice, indicating that he is taking official 
notice because: 

a purchase history database either independently administered or of a 
cooperative form results marketing mailings and where purchase history includes 
data based on past purchasing activity (e.g. homeovmers are often targeted with 

- offers of home mortgage refinancing, home improvements such as roofing, gutter 
cleaning, or window replacement based on their past purchase of a home or when 

_ a tricycle purchase results in offers of children products such as child helmets, 
tricycle homs, tricycle bells and the like) [sic]. [Office action mailed September 
17, 2003 page 7 lines 9-14.] 

In reply, the applicants submit that, because the taking of official notice forms the basis 
for the examiner's obviousness conclusion, the notice is not supportable on appeal, and because 
the examiner is attempting to take official notice of state of the art technology, the notice is 
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improper, and rejections relying thereupon cannot be sustained. Therefore, the 103 rejections of 

claims 32-91 should be reversed. 

5. 37 CFR L192(c)(8)(v) - Other Rejections 

a. The Rejections Under the Judicially Created Doctrine of 
Obviousness-Type Double Patenting of Claims 32-91 

1 . The Examiner*s Argument 

hi support of the rejections of claims 32-91 under the judicially created doctrine of 

obviousness-type double patenting, the examiner stated that: 

Claims 32-58 [sic] are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-3 of U.S. 
Patent No. 5,970,469 or claims 1-39 of U.S. Patent No. 6,014,634 or claims 1-10 
of U.S. Patent No. 6,185,541. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the patented claim 
transmitting/receiving customer information over a network ('469 patent) is an 
obvious variation of the application claimed e-mail, because the patented claim 
personal information transmission data over a network ('634 patent) is an obvious 
variation of the application claimed e-mail, and because the patented claim of 
transmitting e-mail purchase incentive because in all three cases, both perform the 
same function in the same manner with the same result. [Office action mailed 
September 17, 2003 page 9 lines 8 through 17.] 

2. The Applicants' Response 

a. The Double Patenting Rejections of Claims 32-91 
Over Claims 1-3 of U.S. Patent No. 5,970,469 

ha reply, the applicants submit that these rejections should be reversed. The examiner 
has not made a prima facie case and there is no substantial evidence supporting these rejections. 

First, the examiner has not made a limitation by limitation comparison to show why any 
one of claims 32-91 would have been obvious in view of any one of claims 1-3 in USP 
5,970,469. Therefore, the rejections are improper. 

Second, the claims in Patent No. 5,970,469 are generally directed to a method and system 
for distributing purchasing incentives to retail customers including the steps of: transmitting a 
list of recipes to the customer, receiving customer selection of one or more recipes, transmitting 
back to the customer a shopping list that includes ingredients needed for each recipe, and 
transmitting to the customer at least one purchase incentive pertaining to an ingredient product 
used in a selected recipe. 
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In contrast, the claims in the pending appHcation are directed to a method and system 
using a Web site for providing purchasing incentives from multiple sources, a consumer 
purchase history database based on consumer online shopping activity, and means for delivering 
purchasing incentives to consumers by e-mail. Therefore, the double patenting rejections of 
claims 32-91 are improper and should be reversed. 

b. The Double Patenting Rejections of Claims 32-91 
Over Claims 1-39 of U.S. Patent No. 6,014,634 

In reply, the applicants submit that these rejections should be reversed. The examiner 
has not made a prima facie case and there is no substantial evidence supporting these rejections. 

First, the examiner has not made a limitation by limitation comparison to show why 
claims 32-91 would have been obvious in view of any one of claims 1-39 in US? 5,970,469. 
Therefore, the rejections are improper. 

Second, the claims in 6,014,634 are generally directed to a computer implemented 
method for determining purchasing incentives for consumers including the steps of generating 
page data defining a personal web page. 

In contrast, the claims in the pending application are directed to a method and system 
■consisting of a Web site for providing purchasing incentives from multiple sources, a consumer 
purchase history database based on consumer online shopping activity, and means for delivering 
purchasing incentives to consumers by e-mail. Therefore, the double patenting rejections of 
claims 32-91 are improper and should be reversed. 

c. The Double Patenting Rejections of Claims Over 
Claims 1-10 of U.S. Patent No. 6,185,541 

In reply, the applicants submit that these rejections should be reversed. The examiner 
has not made a prima facie case and there is no substantial evidence supporting these rejections. 

- First, the examiner has not made a limitation by limitation comparison to show why 
claims 32-91 would have been obvious in view of any one of claims 1-10 in US? 5,970,469. 
Therefore, the rejections are improper. 

Second, the claims in Patent No. 6,185,541 are generally directed to a method and system 
for receiving the user's personal identity and region data and transmitting a selected region 
purchase incentive offer to the user, wherein the incentive offer contains very detailed image 
elements. 
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In contrast, the claims in the pending appHcation are directed to a method and system 
consisting of a Web site for providing purchasing incentives from multiple sources, a consumer 
purchase history database based on consumer online shopping activity, and means for delivering 
purchasing incentives to consumers by e-mail. Therefore, the double patenting rejections of 
claims 32-91 are improper and should be reversed. 

rv. Groupings of Claims - Why Rejections of Each Group Should be Reversed 

A. Group 1 - Claims 32, 33, 68, 69, and 73 

The rejections of claims 32, 33, 68, 69, and 73 should be reversed because the examiner's 
personal experience does not suggest "A system for dehvering incentives over the hiteraet 
comprising: a Web site for providing purchasing incentives from multiple sources", "a consumer 
purchase history database based on consumer online shopping activity", "a consumer database 
which can identify consumers by their e-mail addresses", "wherein said consumer database is 
connected to said Web site so as to receive consumer data from said Web site", or "means for 
delivering purchasing incentives to consumers by e-mail", and these claims comply with 35 USC 
112. 

B. Group 2 - Claim 34 

Since claim 34 depends from independent claim 32, the rejections should be reversed for 
- at least the reasons given above for claim 32. 

Moreover, the rejections of claim 34 should be reversed because the examiner's personal 
experience does not suggest "the consumer purchase history database and said consumer 
database are integrated", and this claim comphes with 35 USC 112. 

C. Group 3 - Claim 35 

Since claim 35 depends from independent claim 32, the rejections should be reversed for 
at least the reasons given above for claim 32. 

Moreover, the rejections of claim 35 should be reversed because the examiner's personal 
experience does not suggest "said Web site is an independently administered Web site", and this 
claim complies with 35 USC 1 12. 

D. Group 4 - Claims 38 and 43 

The rejections of claims 38 and 43 should be reversed because the examiner's personal 
experience does not suggest "A system for delivering incentives over the Litemet comprising: a 
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Web site for providing purchasing incentives from multiple sources", "a consumer purchase 
history database based on consimier online shopping activity", "a consumer database which can 
identify consumers by their e-mail addresses, wherein said consumer database is connected to 
said Web site so as to receive consumer data from said Web site", and "a means for delivering 
by e-mail notices which remind consumers to visit said Web site", and these claims comply with 
35 use 112. 

E. Group 5 - Claim 39 

Since claim 39 depends from independent claim 38, the rejections should be reversed for 
at least the reasons given above for claim 38. 

Moreover, the rejections of claim 39 should be reversed because the examiner's personal 
experience does not suggest "said means for delivering e-mail notices delivers notices based on 
consumer profile", and this claim complies with 35 USC 1 12. 

F. Group 6 - Claim 40 

Since claim 40 depends from independent claim 38, the rejections should be reversed for 
at least the reasons given above for claim 38. 

Moreover, the rejections of claim 40 should be reversed because the examiner's personal 
experience does not suggest "the consumer purchase history database and said consumer 
. database are integrated", and this claim complies with 35 USC 112. 

G. Group 7 - Claim 41 

Since claim 41 depends from independent claim 38, the rejections should be reversed for 
at least the reasons given above for claim 38. 

Moreover, the rejections of claim 41 should be reversed because the examiner's personal 
experience does not suggest "said Web site is an independently administered Web site", and this 
claim complies with 35 USC 112. 

H. Group 8 - Claim 42 

* Since claim 42 depends from independent claim 38, the rejections should be reversed for 
at least the reasons given above for claim 38. 

Moreover, the rejections of claim 42 should be reversed because the examiner's personal 
experience does not suggest "said Web site is a cooperative Web site", and this claim complies 
with 35 USC 112. 
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1. Group 9 - Claims 44 and 49 

The rejections of claim 44 and 49 should be reversed because the examiner's personal 
experience does not suggest "A system for delivering incentives over the Internet comprising: a 
Web site for providing purchasing incentives from multiple sources", "a consumer purchase 
history database based on consumer online shopping activity", "a consumer database which can 
identify consumers by their e-mail addresses, wherein said consumer database is connected to 
said Web site so as to receive consumer data from said Web site", and "means for delivering by 
e-mail notices to purchase a specific manufacturer's product", and these claims comply with 35 
use 112. 

J. Group 10 -Claim 45 

Since claim 45 depends from independent claim 44, the rejections should be reversed for 
at least the reasons given above for claim 44. 

Moreover, the rejections of claim 45 should be reversed because the examiner's personal 
experience does not suggest "said means for delivering e-mail notices dehvers notices based on 
consumer profile", and this claim complies with 35 USC 1 12. 

K. Group 11 - Claim 46 

Since claim 46 depends from independent claim 44, the rejections should be reversed for 
- at least the reasons given above for claim 44. 

Moreover, the rejections of claim 46 should be reversed because the examiner's personal 
experience does not suggest "the consumer purchase history database and the consumer database 
are integrated", and this claim complies with 35 USC 1 12. 

L. Group 12 -Claim 47 

Since claim 47 depends from independent claim 44, the rejections should be reversed for 
at least the reasons given above for claim 44. 

Moreover, the rejections of claim 47 should be reversed because the examiner's personal 
experience does not suggest "said Web site is and independently administered Web site", and 
this claim complies with 35 USC 112. 

M. Group 13 - Claim 48 

Since claim 48 depends from independent claim 44, the rejections should be reversed for 
at least the reasons given above for claim 44. 
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Moreover, the rejections of claim 48 should be reversed because the examiner's personal 
experience does not suggest "said Web site is a cooperative Web site", and this claim complies 
with 35 use 112. 

N. Group 14 - Claims 50, 79, 80, 84, 85, and 89 

The rejections of claims 50, 79, 80, 84, 85, and 89 should be reversed because the 
examiner's personal experience does not suggest "A method for delivering purchasing incentives 
over the Internet comprising the steps of providing a Web site which offers shopping incentives 
from multiple sources", "maintaining a consumer purchase history database based on consumer 
online shopping activity", "receiving a consumer's e-mail address from a consumer's computer", 
"maintaining a consumer email database which can identify consumers by their e-mail address", 
and "transmitting purchase incentives via an e-mail post office", and these claims comply with 
35 use 112. 

O. Group 15 - Claim 51 

Since claim 51 depends from independent claim 50, the rejections should be reversed for 
at least the reasons given above for claim 50. 

Moreover, the rejections of claim 51 should be reversed because the examiner's personal 
experience does not suggest "the step of transmitting purchase incentives to the consumer by 
- electronic mail includes transmitting purchase incentives based on a consumer profile", and this 
claim complies with 35 USC 1 12. 

P. Group 16 -Claim 52 

Since claim 52 depends from independent claim 50, the rejections should be reversed for 
at least the reasons given above for claim 50. 

Moreover, the rejections of claim 52 should be reversed because the examiner's personal 
experience does not suggest "the step of providing a Web site is performed by an independent 
Web site administrator", and this claim compKes with 35 USC 1 12. 

Q. Group 17 -Claim 53 

Since claim 53 depends from independent claim 50, the rejections should be reversed for 
at least the reasons given above for claim 50. 

Moreover, the rejections of claim 53 should be reversed because the examiner's personal 
experience does not suggest "the step of providing a Web site is achieved cooperatively", and 
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this claim complies with 35 USC 1 12. 
R. Group 18 -Claim 54 

The rejections of claim 54 should be reversed because the examiner's personal 
experience does not suggest *'A method for delivering purchasing incentives over the hitemet 
comprising the steps of: providing a Web site which offers shopping incentives from multiple 
sources", "maintaining a consumer purchase history database based on consumer online 
shopping activity", "receiving a consumer's e-mail address from a consumer's computer", 
"maintaining a consumer email database which can identify consumers by their e-mail address", 
and "transmitting to consumers a notice to visit the Web site via the consumer's e-mail post 
office", and this claim complies with 35 USC 112. 

S. Group 19 - Claim 55 

Since claim 55 depends from independent claim 54, the rejections should be reversed for 
at least the reasons given above for claim 54. 

Moreover, the rejections of claim 55 should be reversed because the examiner's personal 
experience does not suggest "the step of providing a Web site is performed by an independent 
Web site administrator", and this claim complies with 35 USC 1 12. 

T. Group 20 - Claim 56 

Since claim 56 depends from independent claim 54, the rejections should be reversed for 
at least the reasons given above for claim 54. 

Moreover, the rejections of claim 56 should be reversed because the examiner's personal 
experience does not suggest "the step of providing a Web site is achieved cooperatively", and 
this claim compHes with 35 USC 112. 

U. Group 21 - Claim 57 

The rejections of claim 57 should be reversed because the examiner's personal 
experience does not suggest "a purchase history database wherein the data on the consumer 
purchases are based on online shopping activity", "means for generating a web page with a 
consumer-specific display", "means for updating said web page", and "means for informing the 
consumer by e-mail of new incentives", and this claim complies with 35 USC 1 12. 

V. Group 22 - Claim 58 

The rejections of claim 58 should be reversed because the examiner's personal 
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experience does not suggest "A method for delivery of incentives by e-mail, comprising the 
steps of: maintaining a consumer database which identifies consumers by their e-mail 
addresses", "formatting an e-mail message to a consumer by electronic mail for subsequent 
printing of a coupon", and "delivering the email message to an email address stored in said 
consumer database for said consumer", and this claim compHes with 35 USC 1 12. 
W. Group 23 - Claims 59 and 76 

Since claim 59 depends from independent claim 32 and claim 76 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 59 and 76 should be reversed because the examiner's 
personal experience does not suggest "said online shopping activity stored in said consumer 
purchase history database comprises shopping list selections data", and these claims comply with 
35 USC 112. 

X. Group 24 - Claims 60 and 77 

Since claim 60 depends from independent claim 32 and claim 77 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claim 60 and 77 should be reversed because the examiner's 
personal experience does not suggest "said online shopping activity stored in said consumer 
purchase history database comprises rebate offers data", and these claims comply with 35 USC 
112. 

Y. Group 25 - Claims 61 and 78 

Since claim 61 depends from independent claim 32 and claim 78 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 61 and 78 should be reversed because the examiner's 
personal experience does not suggest "said online shopping activity stored in said consumer 
purchase history database comprises notices detailing specific offers data", and these claims 
comply with 35 USC 112. 
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Z. Group 26 - Claims 62 and 79 

Since claim 62 depends from independent claim 32 and claim 69 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 62 and 79 should be reversed because the examiner's 
personal experience does not suggest "said online shopping activity stored in said consumer 
purchase history database comprises focused incentives based on a consumer's prior shopping 
activity data", and these claims comply v^ith 35 USC 112. 

AA. Group 27 - Claims 63 and 80 

Since claim 63 depends from independent claim 32 and claim 80 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 63 and 80 should be reversed because the examiner's 
personal experience does not suggest "said online shopping activity stored in said consumer 
purchase history database comprises purchasing incentives for data defining coupons for 
subsequent printing by a consumer", and these claims comply w^ith 35 USC 1 12. 

AB. Group 28 - Claims 64 and 81 

Since claim 64 depends from independent claim 32 and claim 81 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 64 and 81 should be reversed because the examiner's 
personal experience does not suggest "said online shopping activity stored in said consumer 
purchase history database comprises links to at least one of manufacturer and retailer v^eb sites", 
and these claims comply v^ith 35 USC 1 12. 

AC. Group 29 - Claims 65 and 82 

Since claim 65 depends from independent claim 32 and claim 82 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 65 and 82 should be reversed because the examiner's 
personal experience does not suggest "said online shopping activity stored in said consumer 
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purchase history database comprises data enabUng a consumer to request at least one of 
information regarding a product and a sample of said product", and these claims comply with 35 
use 112. 

AD. Group 30 - Claims 66 and 83 

Since claim 66 depends from independent claim 32 and claim 83 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 66 and 83 should be reversed because the examiner's 
personal experience does not suggest "said consumer purchase history database stores data from 
any online shopping activity", and these claims comply with 35 USC 112. 

AE. Group 31 - Claims 67 and 84 

Since claim 67 depends from independent claim 32 and claim 84 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 67 and 84 should be reversed because the examiner's 
personal experience does not suggest "said consumer purchase history database stores an 
administrator of said system's web site data", and these claims comply with 35 USC 112. 

AF. Group 32 - Claims 70 and 86 

Since claim 70 depends from independent claim 32 and claim 86 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Moreover, the rejections of claims 70 and 86 should be reversed because the examiner's 
personal experience does not suggest "said consumer purchase history database stores selected 
consumer demographic information data, including at least two of number of persons in a 
household, age categories of persons in said household, and number of pets in said household", 
and these claims comply with 35 USC 1 12. 

AG. Group 33 - Claims 71 and 87 

Since claim 71 depends from independent claim 32 and claim 87 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 
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Moreover, the rejections of claims 71 and 87 should be reversed because the examiner's 
personal experience does not suggest "code for generating targeted, time phased incentives based 
on a consumer's actual buying patterns and preferences", and these claims comply with 35 USC 
112. 

AH. Group 34 - Claims 72 and 88 

Since claim 72 depends from independent claim 32 and claim 88 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Therefore, the rejections of claims 72 and 88 should be reversed because the examiner's 
personal experience does not suggest "code for generating untargeted incentives offered by 
manufacturers or retailers", and these claims comply with 35 USC 1 12. 

AI. Group 35 - Claims 74 and 90 

Since claim 74 depends from independent claim 32 and claim 90 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Therefore, the rejections of claims 74 and 90 should be reversed because the examiner's 
personal experience does not suggest "said purchase incentives contain data enabling purchase 
incentives to be printed at point of sale", and these claims comply with 35 USC 1 12. 

AJ. Group 36 - Claims 75 and 91 

Since claim 75 depends from independent claim 32 and claim 91 depends from 
independent claim 50, the rejections should be reversed for at least the reasons given above for 
claims 32 and 50. 

Therefore, the rejections of claims 75 and 91 should be reversed because the examiner's 
personal experience does not suggest "means to encode in a consumer's identification card, 
tokens representing said purchase incentives", and these claims comply with 35 USC 1 12. 

AK. Group 37 - Claim 37 

Since claim 37 depends from independent claim 32, the rejections should be reversed for 
at least the reasons given above for claim 32. 

Moreover, the rejections of claim 37 should be reversed because the examiner's personal 
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experience does not suggest "said consumer purchase history database includes data based on 
past purchasing activity", and this claim complies with 35 USC 112. 
AL. Group 38 - Claim 36 

Since claim 36 depends from independent claim 32, the rejections should be reversed for 
at least the reasons given above for claim 32. 

Moreover, the rejections of claim 36 should be reversed because the examiner's personal 
experience does not suggest "wherein said Web site is a cooperative site", and this claim 
compHes with 35 USC 1 12. 
V. 37 CFR 1.192(d) - Non-compliant Brief 

This brief is in compliance with 37 CFR 1 .192(c). Accordingly, this subsection is 
inapplicable. 
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Vn. Appendix - Claims 32-91 Involved in the Appeal 

32. A system for delivering incentives over the Internet comprising: 
a Web site for providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consumer online shopping activity; 

a consumer database which can identify consumers by their e-mail addresses, wherein said 
consumer database is connected to said Web site so as to receive consumer data from said Web 
site; and 

means for delivering purchasing incentives to consumers by e-mail. 

33. The system of claim 32 wherein said means for delivering purchase incentives 
delivers purchasing incentives based on consumer profile. 

34. The system of claim 32 wherein the consumer purchase history database and said 
consumer database are integrated. 

35. The system of claim 32 wherein said Web site is an independently administered 
Web site. 

36. The system of claim 32 wherein said Web site is a cooperative site. 

37. The system of claim 32 wherein said consumer purchase history database includes 
data based on past purchasing activity. 

38. A system for delivering incentives over the Internet comprising: 
a Web site for providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consumer online shopping activity; 

a consumer database which can identify consumers by their e-mail addresses, wherein said 
consumer database is connected to said Web site so as to receive consumer data from said Web 
site; and 

a means for delivering by e-mail notices which remind consumers to visit said Web site. 

39. The system of claim 38 wherein said means for delivering e-mail notices delivers 
notices based on consumer profile. 

40. The system of claim 38 wherein the consumer purchase history database and said 
consumer database are integrated. 

41 . The system of claim 38 wherein said Web site is an independently administered 
Web site. 
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42. The system of claim 38 wherein said Web site is a cooperative Web site. 

43. The system of claim 38 wherein said consumer purchase history includes data 
based on past purchasing activity. 

44. A system for delivering incentives over the Internet comprising: 
a Web site for providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consimier online shopping activity; 

a consumer database which can identify consumers by their e-mail addresses, wherein said 
consumer database is connected to said Web site so as to receive consumer data from said Web 
site; and 

means for delivering by e-mail notices to purchase a specific manufacturer's product. 

45. The system of claim 44 wherein said means for delivering e-mail notices delivers 
notices based on consumer profile. 

46. The system of claim 44 wherein the consumer purchase history database and the 
consumer database are integrated. 

47. The system of claim 44 wherein said Web site is and independently administered 
Web site. 

48. The system of claim 44 wherein said Web site is a cooperative Web site. 

49. The system of claim 44 wherein said consumer purchase history database includes 
data based on past purchasing activity. 

50. (Amended) A method for delivering purchasing incentives over the Internet 
comprising the steps of: 

providing a Web site which offers shopping incentives from multiple sources; 
maintaining a consumer purchase history database based on consumer online shopping 
activity; 

receiving a consumer's e-mail address from a consumer's computer; 
■ maintaining a consumer email database which can identify consumers by their e-mail 
address; and 

transmitting purchase incentives via an e-mail post office. 
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51 . The method of claim 50 wherein the step of transmitting purchase incentives to 
the consumer by electronic mail includes transmitting purchase incentives based on a consumer 
profile. 

52. The method of claim 50 wherein the step of providing a Web site is performed by 
an independent Web site administrator. 

53. The method of claim 50 wherein the step of providing a Web site is achieved 
cooperatively. 

54. A method for delivering incentives over the Internet comprising the steps of: 
providing a Web site which offers purchasing incentives from multiple sources; 
maintaining a consumer purchase history database based on consumer online shopping 

activity; 

receiving a consumer's e-mail address from a consumer's computer; 

maintaining a consumer database which can identify consumers by their e-mail address; 

and 

transmitting to consumers a notice to visit the Web site via the consumer's e-mail post 

office. 

55. The method of claim 54 wherein the step of providing a Web site is performed by 
^ an independent Web site administrator. 

56. The method of claim 54 wherein the step of providing a Web site is achieved 
cooperatively. 

57. A Web site for providing information and shopping incentives from multiple 
sources such as retailers and manufacturers comprising: 

a personal database; 

a purchase history database wherein the data on the consumer purchases are based on 
online shopping activity; 

" means for generating a web page with a consumer-specific display; 
means for updating said web page; and 

means for informing the consumer by e-mail of new incentives, 

58. (Amended) A method for delivery of incentives by e-mail, comprising the steps of: 
maintaining a consumer database which identifies consumers by their e-mail addresses; 
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generating targeted purchase incentives from a consumer purchase history database; and 
formatting an e-mail message to a consumer by electronic mail for subsequent printing of 
a coupon; and 

delivering the email message to an email address stored in said consumer database for said 
consumer. 

59. (New) The system of claim 32 wherein said online shopping activity stored in said 
consumer purchase history database comprises shopping list selections data. 

60. (New) The system of claim 32 wherein said online shopping activity stored in said 
consumer purchase history database comprises rebate offers data. 

61. (New) The system of claim 32 wherein said onhne shopping activity stored in said 
consumer purchase history database comprises notices detailing specific offers data. 

62. (New) The system of claim 32 wherein said online shopping activity stored in said 
consumer purchase history database comprises focused incentives based on a consumer's prior 
shopping activity data. 

63. (New) The system of claim 32 wherein said online shopping activity stored in said 
consumer purchase history database comprises purchasing incentives for data defining coupons 
for subsequent printing by a consumer. 

64. (New) The system of claim 32 wherein said online shopping activity stored in said 
consumer purchase history database comprises links to at least one of manufacturer and retailer 
web sites. 

65. (New) The system of claim 32 wherein said online shopping activity stored in said 
consumer purchase history database comprises data enabling a consumer to request at least one 
of information regarding a product and a sample of said product. 

66. (New) The system of claim 32 wherein said consumer purchase history database 
stores data from any online shopping activity. 

" 67. (New) The system of claim 32 wherein said consumer purchase history database 
stores an administrator of said system's web site data. 

68. (New) The system of claim 32 wherein said consumer purchase history database 
stores retail store purchase data, including a consumer's favorite brands data. 
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69. (New) The system of claim 32 wherein said consumer purchase history database 
stores data including at least three of said customer identification number, name, residential 
address, zip code, and email address. 

70. (New) The system of claim 32 wherein said consumer purchase history database 
stores selected consumer demographic information data, including at least two of number of 
persons in a household, age categories of persons in said household, and number of pets in said 
household. 

71. (New) The system of claim 32 further comprising code for generating targeted, time 
phased incentives based on a consumer's actual buying patterns and preferences. 

72. (New) The system of claim 32 further comprising code for generating untargeted 
incentives offered by manufacturers or retailers. 

73. (New) The system of claim 32 wherein said purchase incentives contain data 
enabling coupons to be printed by said consumer. 

.74. (New) The system of claim 32 wherein said purchase incentives contain data 
enabUng purchase incentives to be printed at point of sale. 

75. (New) The system of claim 32 further comprising means to encode in a consumer's 
identification card, tokens representing said purchase incentives. 

76. (New) The method of claim 50 wherein said online shopping activity data stored in 
said consumer purchase history database comprises shopping list selections associated with a 
particular consumer. 

77. (New) The method of claim 50 wherein said online shopping activity data stored in 
said consumer purchase history database comprises rebate offers data associated with a 
particular consumer. 

78. (New) The method of claim 50 wherein said online shopping activity stored in said 
consumer purchase history database in association with an identification for a particular 
consumer comprises data detailing notice of specific offers provided to said particular consumer. 

79. (New) The method of claim 50 further comprising generating focused incentives for 
a consumer based on said consumer's prior shopping activity. 

80. (New) The method of claim 50 further comprising generating purchasing incentives 
data in a form suitable for printing of a coupon by a consumer. 
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81. (New) The method of claim 50 further comprising generating links to at least one of 
manufacturer and retailer web sites and associating said links with a particular consumer. 

82. (New) The method of claim 50 further comprising enabling a consumer to request at 
least one of information regarding a product and a sample of a product. 

83. (New) The method of claim 50 wherein said consumer purchase history database 
stores data from an administrator of said system's web site. 

84. (New) The method of claim 50 wherein said consumer purchase history database 
stores retail store purchase data, including a consumer's favorite brands. 

85. (New) The method of claim 50 wherein said consumer purchase history database 
stores at least three of said customer identification number, name, residential address, zip code, 
and email address. 

86. (New) The method of claim 50 wherein said consumer purchase history database 
stores selected consumer demographic information, including at least two of number of persons 
in a household, age categories of persons in said household, and number of pets in said 
household. 

87. (New) The method of claim 50 wherein said purchase incentives include targeted, 
time phased incentives based on a consumer's actual buying patterns and preferences. 

88. (New) The method of claim 50 wherein said purchase incentives include untargeted 
incentives from at least one of manufacturers and reta:ilers. 

89. (New) The method of claim 50 further comprising printing said purchase incentives 
on a printer connected to and controlled by a consumer's computer, 

90. (New) The method of claim 50 further comprising printing purchase incentives at 
point of sale. 

91 . (New) The method of claim 50 further comprising encoding in a consumer's 
identification card tokens representing said purchase incentives. 

Printed: March 12, 2004 (2:20pm) 
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/\WacUrr\^^^ I R^g^ /of ^ 

Application/Control Number: 09/756,788 Page 6 

Art Unit: 3622 

targeting incentives are statements of intended use and are also anticipated by Jovicic. 
Furthermore, the dependently claimed features, including the amended matter in the newly added 
thirty-one claims are also considered statements of intended use also anticipated by Jovicic. 



Claim Rejections - 35 USC§ 103 
4. Claims 32-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over an obvious 
variation of examiner's personal experience of consumer pxirchasing incentive distribution 
provided by PerformanceBike. Since at least 1994, PerformanceBike has performed the claimed 
method and system of 

providing pxirchasing incentives from multiple sources; 

a consumer purchase history database based on consxraier shopping activity; 

a consumer database which can identify consmners by their addresses, wherein said 
consumer database can receive consumer data; and any one of 

means for delivering purchasing incentives to consumers, 

means for dehvering notices to purchase a specific manufacturer's product, 

transmitting purchase incentives via post office, and 

means for or a method informing of new incentives or printing coupons. It is also 
considered old and well known that the claimed consumer profile basis, purchase history 
database either independently administered or of a cooperative form, and where purchase history 
includes data based on past purchasing activity are part of a system and method of delivering 
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incentives. Official notice is taken of these old and well known claimed steps because 
specifically: 

a consumer profile basis results in different incentives for a given consumer profile (e.g. 
an incentive delivery to a PerformanceBike consxmier who strives to be a Tour de France 
competitor rather than one who desires a new tricycle for a younger family member is a key 
element of a consumer profile basis), 

a purchase history database either independently administered or of a cooperative form 
results marketing mailings and where purchase history includes data based on past purchasing 
activity (e.g. homeowners are often targeted with offers of home mortgage refinancing, home 
improvements such as roofing, gutter cleaning, or window replacement based on their past 
purchase of a home or when a tricycle purchase results in offers of children products such as 
' child helmets, tricycle homs, tricycle bells and the like). 

The claimed providing purchasing incentives firom multiple sources occur when the 
examiner went into a PerformanceBike retail outlet store and viewed incentive discounted 
products fi'om a sales catalog source or another source such as a seasonal promotional pamphlet 
separate fi'om the sales catalog. The claimed consumer purchase history database based on 
consumer shopping activity occurs when the examiner became a member of Team Performance 
which is a fi-equent buyer program and submitted demographic data. The claimed consumer 
database which can identify consumers by their addresses, wherein said consumer database is 
connected so as to receive consumer data is considered equivalent to the examiner submitting 
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data as a Team Performance member to PerformanceBike in order to provide shipping 
information such that the examiner Team Performance members is identified by the member 
address which is connected to a PerformanceBike database such that PerformanceBike mails 
Team Performance members seasonal sales information on a periodic basis. The independently 
claimed steps including means for delivering purchasing incentives to consumers, means for 
delivering notices to piu*chase a specific manufacturer's product, transmitting purchase incentives 
via post office, and means for or a method informing of new incentives or printing coupons were 
administered by PerformanceBike through consumer purchasing incentives sale mailings which 
included manufacturer product coupons of products available either at the retail outlet to 
examiner postal mailing address. The examiner experience discussed above teaches the 

' invention except for the claimed web site or page, onUne interaction, or e-mail conununication. 

- It would have been obvious to one skilled in the art to provide the claimed web site or page, 
online interaction, or e-mail communication since web site or page, online interaction, or e-mail 
communication are merely automated features of a concept that is old and well known as 
discussed above. Please see/n re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) in 
which the court held that broadly providing an automatic or mechanical means to replace a 
manual activity which accomplished the same result is not sufficient to distinguish over the prior 
m). It is considered that the claimed web site or page, online interaction, or e-mail 
communication are broadly providing an automatic or mechanical means to replace a manual 
activity which accomplished the same result as discussed under examiner experience as a Team 
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Performance member. The motivation to combine j^plicants claimed invention with the services 
offered by PerformanceBike in order is to allow advertisers greater consumer targeting 
capabilities through electronic mail mediums, while transferring electronic information, which 
clearly shows the obviousness of the claimed invention. 



Double Patenting 

5. Claims 32-58 are rejected imder the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 5,970.469 or claims 1- 
39 ofU.S. Patent No. 6,014,634 or claims 1-10 of U.S. Patent No. 6,185,541, Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 

' patented claim transmitting/receiving customer information over a network (*469 patent) is an 
r obvious variation of the application claimed e-mail, because the patented claim personal 
information transmission data over a networic (*634 patent) is an obvious variation of the 
application claimed e-mail, and because the patented claim of transmitting e-mail purchase 
incentive because in all three cases, both perform the same function in the same manner with the 
same result. 

Response to Amendments & Arguments 

6. AppUcant's arguments filed April 17, 2003 have been fully considered but they are not 
persuasive. 
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also rejected as being indefinite fipom the independent parent claim. In order to consider those 
claims in light of the prior art, examiner will assume that those claims contain non-indefinite 
subject matter. 



7. Claims 32-70 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by von 
Kohom (US 5,128,752), Ferguson et al. (US 5,256,863), Deaton et al. (US 5,430,644), or Day et 
al. (US 5,857,175). 



8. ' Claims 32-70 are rejected under 35 U.S.C. 103(a) as being unpatentable over an obvious 
variation of examiner's personal knowledge of consumer purchasing incentive distribution 
provided by PerformanceBike.com (hereinafter PerformanceBike). Since at least 1994, 
PerformanceBike has performed the claimed method, system, and program of: 

transmitting promotion data identifying a plurality of product discounts fi-om a main 
personal computer over a computer network; 

displaying said plurality of product discounts at said personal computer based on said 
promotion data; 



Claim Rejections - 35 USC§ 102 



Claim Rejections - 35 USC§ 103 
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transmitting selection data designating at least one product discount selected firom said 
plurality of product discounts from said personal computer to said main computer over said 
computer network; 

generating token data depending on said selection data; 

transmitting said token data from said main computer to said personal computer over said 
computer network; 

identifying said token data in a retail store in association with items being purchased at 
said retail store; 

determining discoimt items being purchased corresponding to said at least one product 
discount from said identified token data; and 

generating a purchase incentive based on said discount items. Examiner also has personal 
knowledge of instant or subsequent redeemable vouchers, separate shopping lists based on 
selected product discounts, main to personal computer shopping list transmission, specific 
manxifacturer or specific retailer discoimts, demographic data or token use or product use 
frequency basis, and internet/intranet token scanning identification. The claimed promotion data 
transmission and product discount display occur when the examiner went into a PerformanceBike 
retail outlet store and viewed discounted products from a sales catalog. The selection data 
transmission occurs when the examiner uses the red courtesy phone (functionally equivalent to a 
claimed personal computer) and calls the retail outlet distribution center (functionally equivalent 
to the claimed main computer). The generating, transmitting, and identifying token data occurs 
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when examiner's frequent buyer card bar code number is processed for the product selection data 
made from the red coiutesy phone (examiner's frequent buyer card bar code number is the same 
as the claimed token data). The step of determining discount items being purchased occurs when 
the retail outlet distribution center verifies the final purchase order of the examiner. Generating 
purchase incentive based on discount items occurs when the examiner is credited with frequent 
buyer points rewarded for discount item purchased. The dependently claimed steps including 
instant or subsequent redeemable vouchers, separate shopping lists based on selected product 
discoxmts, main to personal computer shopping list transmission, specific manufacturer or specific 
retailer discounts, demographic data or token use or product use frequency basis, and 
internet/intranet token scanning identification are also services and features available using 
PerformanceBike based on examiner's experience. The claimed invention, recited by the 
applicant, has been provided by PerformanceBike long before the filing of appHcants' invention. 
Examiner takes Official notice that it is old and well known to those skilled m the art of 
distributing purchase incentives to consumers, that it would have been obvious to claim the 
invention as recited by the applicant, in order to overcome the explicit teachings of the published 
prior art. Furthermore examiner experience teaches the claimed invention except for the personal 
computer display. It would have been obvious to one skilled in the art to provide a personal 
computer display since the computer display is merely an automated feature of a concept that is 
old and well known as discussed above. Please see In re Venner, 262 F.2d 91, 95, 120 USPQ 



/t-Hocl/ifOne/rf- 2 

Application/Control Number: 09/401,939 
Art Unit: 3622 



Pog€ . H 

Page 9 



193, 194 (CCPA 1958) in which the court held that broadly providing an automatic or mechanical 
means to replace a manual activity which accomplished the same result is not sufficient to 
distinguish over the prior art). The motivation to combine applicants claimed invention with the 
services offered by PerformanceBike in order is to allow advertisers greater consumer targeting 
capabilities, while transferring inforaiation, which clearly shows the obviousness of the claimed 
invention. 

Double Patenting 

9. Claims 32-70 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-3 of U.S. Patent No. 5,970,469 or claims 1-10 of 
U.S. Patent No. 6,185,541. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the patented claim of encoded data (*469 patent) is an 
obvious variation of the application claimed token data and the patent claimed advisory message 
('541 patent) is an obvious variation of the application claimed general purchase incentive because 
both perform the same function in the same manner with the same result. 

10. Claims 32-70 are rejected under 35 U.S.C. 103(a) as being obvious over copending 
AppUcation Nos. 09/478,351 or 09/567,274 or 09/716,404. Each application contains claims 
reciting obvious variation to the claimed method, system, and program of: 
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light of the prior art, examiner will assume that those claims recite statutorily permitted subject 



matter. 



Claim Rejections - 35 U.S.C. § 102 
5. Claims 1-74 are rejected under 35 U.S.C. 102(a) as being clearly anticipated by non-patent 
literature references "Marketers' Newest Secret Weapon" by Regina Eisman or "On Target at 
Last" by Michael Garry, Day et al. (US 2001/001301 1). or foreign reference Meyer et al. (WO 
99/46708) and are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Deaton et al. 
(US 5,388.165, US 5,430,644. US 5,592,560 or US 5,649,114), Shear et al. (WO 98/10381), 
O'Brien et al. (US 5,832,457), Jones et al. (US 5,832.458), or Day et al. (US 5,857.175). and are 
rejected under 35 U.S.C. 102(e) as being clearly anticipated by Walker et al. (US 5.945.653). 
Mori et al. (US 6,070.148). Katz et al. (US 6.055.513), or Kepecs et al. (US 6,330,543). 

Claim RejecHons - 35 U.S.C. §103 
6. Claims 1-74 are rejected under 35 U.S.C. 103(a) as being unpatentable over an obvious 
variation of examiner's personal experience of a method or system of targeted research 
information as provided by PerformanceBike.com (hereinafter PerformanceBike). Since at least 
1994. PerformanceBike has performed the claimed method or system comprising: 

receiving from a point of sale a customer identifier (or purchase information, or purchase 
history of a customer) associated with a customer in a retail location; 
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determming a targeted research invitaHot. associated witl. the ctBtomer identifier (or 
purchase irfbnnation, or purchase history of a customer), the targeted research invitation 
including contact infotmation to be used by the customer to participate in marketing research; and 
delivering the targeted research invitation to the customer including a memory device and 
processor configured ti perform the method steps thereof. Examiner also has personal 
knowledge of the claimed prior purchase history basis received at a host computer, storing and 
matching customer and point of sale information, participation incentives, muque code numbers, 
printed research invitations at the point of sale, scanning customer identification infom>ation, 
customer conUct information, purchase triggers including comparison, product information 
receipt, and multiple points of sale including credit/debit/soeial security card, driver's license, or 
•checking account seamnng. The claimed receiving from a poim of sale a customer identifier (or 
purchase information, or purchase history of a customer) associated with a customer in a retail 
location occurs when the examiner presented a Team Perfomrance loyalty customer identification 
card at a point of sale PerfomanceBike retail location that provided a basis for examiner's 
pumhase infomration and history. The claimed detemrining a targeted research invitation 
associated with the customer identifier (or purchase infomiation, or purchase history of a 
customer), the targeted research invitation including contact information to be used by the 
customer to participate in marketing research occurs when the examiner was presented with 
periodic PerformanceBike sale items based on prior purchases such that examiner was targeted 
with bicycling products most relevant to examina's prior purchases, the Team Pcrfomrance card 
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included examiner's customer identifier. Examiner uses a broad reasonable interpretation of 
"targeted research invitation" to be the same as PerformanceBike offers of tricycles, training 
wheels, children's safety equipment including hehnets, knee and elbow pads, and bicycle flags 
based on examiner's prior purchase of a bicycling trailer for towing children on a bicycle. 
(Another interpretation will be considered for obviating the claimed invention infira). The claimed 
delivering the targeted research invitation to the customer including a memory device and 
processor configured to perform the method steps thereof occurs when the examiner was mailed 
(electronically or postally) offers of children's cycling equipment at discount or reduced pricing. 
PerformanceBike used a computer for the claimed prior purchase history basis received at a host 
computer, storing and matching customer and point of sale information, participation incentives, 
unique code numbers, printed research invitations at the point of sale, scanning customer 
identification information, customer contact information, purchase triggers including comparison, 
product information receipt, and multiple points of sale including credit/debit/social security card, 
driver's license, or checking account scanning. Examiner notes that it is old and well known to 
those" skilled in the art of targeted research invitation, that it would have been obvious to claim the 
inveiition as recited by the applicant, in order to overcome the explicit teachings of examiner's 
personal experience discussed supra. Furthermore examiner experience teaches the claimed 
invention except for the claimed targeted research invitation (as another interpretation). Examiner 
Consid ers the claimed targeted research invitation to be merely an obvious variation of the 
S^hnique used by PerformanceBike to target customers with specific products or 
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services. Although exammer has never heard this marketing technique to be recited as 'targeted 
research invitation" it is not patentably distinct using broadest reasonable interpretations under the 
Graham decision. It would have been obvious to one skilled in the art to provide targeted 
research invitation since that marketing technique is merely an automated features of a concept 
that is old and well known. Please see In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 
(CCPA 1958) in which the court held that broadly providing an automatic or mechanical means to 
replace a manual activity which accomplished the same result is not sufficient to 
distinguish over the prior art. The targeted research invitation is merely an automatic or 
mechanical means to replace an manual activity based on examiner's personal experience with the 
claimed method or system comprising: receiving from a point of sale a customer identifier (or 
purchase information, or purchase history of a customer) associated with a customer in a retail 
location; determining a targeted research invitation associated with the customer identifier (or 
purchase information, or purchase history of a customer), the targeted research invitation 
including contact information to be used by the customer to participate in marketing research; and 
delivering the targeted research invitation to the customer including a memory device and 
processor configured to perform the method steps thereof The motivation to combine applicants 
claimed invention with the services offered by PerforaianceBike in order is to allow advertisers, 
manufacturers, retailers, and consumer advocacy groups greater consumer targeting capabiUties 
for increased sales and to deliver consumer products that are more likely to be well received by 
the public, which clearly shows the obviousness of the claimed invention. 
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EXAMINER AFFTOAVrr SUPPORTING OBVIOUSNESS REJECTION 

Claims 1-74 are an obvious variation over examiner's personal knowledge of a method or 
system of targeted research information as provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the claimed method or 
system comprising: 

receiving from a point of sale a customer identifier (or purchase information, or purchase 
history of a customer) associated with a customer in a retail location; 

determining a targeted research invitation associated with the customer identifier (or 
purchase information, or purchase history of a customer), the targeted research invitation 
including contact infonnation to be used by the customer to participate in marketing research; and 

delivering the targeted research invitation to the customer including a memory device and 
. processor configured to perform the method steps thereof. Examiner also has persoruil 
knowledge of the claimed prior piirchase history basis received at a host computer, storing and 
matching customer and point of sale information, participation incentives, unique code numbers, 
printed research invitations at the point of sale, scanning customer identification infonnation, 
customer contact information, purchase triggers including comparison, product information 
receipt, and multiple points of sale including credit/debit/social security card, driver's license, or 
checking account scaiming. The claimed receiving from a point of sale a customer identifier (or 
purchase information, or purchase history of a customer) associated with a customer in a retail 
location occurs when the examiner presented a Team Performance loyalty customer identification 



Application/Control Number 09/526,535 12 page 12 

Art Unit: 3622 

card at a point of sale PerformanceBike retail location that provided a basis for examiner's 
purchase information and history. The claimed determining a targeted research inWtation 
associated with the customer identifier (or purchase information, or purchase history of a 
customer), the targeted research invitation including contact information to be used by the 
customer to participate in marketing research occurs when the examiner was presented with 
periodic PerformanceBike sale items based on prior purchases such that examiner was targeted 
with bicycling products most relevant to examiner's prior purchases, the Team Performance card 
included examiner's customer identifier. Examiner uses a broad reasonable interpretation of 
•targeted research invitation" to be the same as PerformanceBike offers of tricycles, training 
wheels, children's safety equipment including hehnets, knee and elbow pads, and bicycle flags 
' based on examiner's prior purchase of a bicycling trailer for towing children on a bicycle. 
- (Another interpretation will be considared for obviating the claimed invention infi:a). The claimed 
delivering the targeted research invitation to the customer including a memory device and 
processor configured to perform the method steps thereof occurs when the examiner was mailed 
(electronically or postally) offers of children's cycling equipment at discount or reduced pricing. 
PerformanceBike x^ed a computer for the claimed prior purchase history basis received at a host 
computer, storing and matching customer and point of sale information, participation incentives, 
unique code numbers, printed research invitations at the point of sale, scanning customer 
identification information, customer contact information, purchase triggers including comparison, 
product information receipt, and multiple points of sale including credit/debit/social security card. 
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driver's license, or checking account scanning. Examiner notes that it is old and well known to 
those skilled in the art of targeted research invitation, that it would have been obvious to claim the 
invention as recited by the applicant, in order to overcome the explicit teachings of examiner's 
personal experience discussed supra. Furthermore examiner experience teaches the claimed 
invention except for the claimed targeted research invitation (as another interpretation). Examiner 
considers the claimed targeted research invitation to be merely an obvious variation of the 
marketing technique used by PerformanceBike to target customers with specific products or 
services. Although examiner has never heard this marketing technique to be recited as *1argeted 
research invitation" it is not patentably distinct using broadest reasonable interpretations under the 
Graham decision. The targeted research invitation is merely an automatic or mechanical means to 
replace an manual activity based on examiner's personal experience with the claimed method or 
system comprising: receiving from a point of sale a customer identifier (or purchase information, 
or purchase history of a customer) associated with a customer in a retail location; determining a 
targeted research invitation associated with the customer identifier (or purchase information, or 
purchase history of a customer), the targeted research invitation including contact information to 
be used by the customer to participate in marketing research; and delivering the targeted research 
invitation to the customer including a memory device and processor configured to perform the 
method steps thereof The motivation to combine applicants claimed invention with the services 
offered by PerformanceBike in order is to allow advertisers, manufacturers, retailers, and 
consumer advocacy groups greater consumer targeting c^abilities for increased sales and to 



AppUcation/Control Number: 09/526,535 14 page 14 

Art Unit: 3622 



deliver consumer products that are more likely to be well received by the public, which clearly 
shows the obviousness of the claimed invention. 



I hereby declare that all statements made under this declaration of my own knowledge are true 
and that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment or both, under 18 U.S.C. 1001 and that such will fake 
statements may jeopardize the validity of the application or any patent issued thereon. 
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EXAMINER AFFTOAVrr SUPPORTING OBVIOUSNESS REJECTION 

Claims 32-70 are an obvious variation over examiner's personal knowledge of consumer 
purchasing incentive distribution provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the claimed method, 
system, and program of: 

transntiitting promotion data identifying a plurality of product discounts from a main 
personal computer over a computer network; 

displaying said plurality of product discoimts at said personal computer based on said 
promotion data; 

transmitting selection data designating at least one product discount selected from said 
plurality of product discounts from said personal computer to said main computer over said 
computer network; 

generating token data depending on said selection data; 

transmitting said token data fix)m said main computer to said personal computer over said 
computer network; 

identifying said token data in a retail store in association with items being purchased at 
said retail store; 

determining discount items being purchased corresponding to said at least one product 
discount from said identified token data; and 
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Art Unit: 3622 

generating a purchase incentive based on said discount iteuGis. Examiner also has personal 
knowledge of instant or subsequent redeemable vouchers, separate shopping lists based on 
selected product discoxmts, main to personal computer shopping list transmission, specific 
manufacturer or specific retailer discounts, demographic data or token use or product use 
fi-equency basis, and internet/intranet token scanning identification. The claimed promotion data 
transmission and product discount display occxir when the examiner went into a PerformanceBike 
retail outlet store and viewed discounted products fix)m a sales catalog. The selection data 
transmission occurs when the examiner uses the red courtesy phone (fimctionally equivalent to a 
claimed personal computer) and calls the retail outlet distribution center (fimctionally equivalent 
to the claimed main computer). The generating, transmitting, and identifying token data occurs 
when examiner's fipequent buyer card bar code number is processed for the product selection data 
made fix)m the red courtesy phone (examiner's frequent buyer card bar code number is the same 
as the claimed token data). The step of determining discount items being purchased occurs when 
the retail outlet distribution center verifies the final purchase order of the examiner. Generating 
purchase incentive based on discount items occurs when the exan^ner is credited with frequent 
buyer points rewarded for discount item purchased. The dependently claimed steps including 
instant or subsequent redeemable vouchers, separate shopping lists based on selected product 
discoimts, main to personal computer shopping list transmission, specific manufacturer or specific 
retailer discounts, demogr^hic data or token use or product use firequency basis, and 
internet/intranet token scanning identification are also services and features available using 
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PerformanceBike based on examiner's experience. The claimed invention, recited by the 
applicant, has been provided by PerformanceBike long before the filing of applicants' invention. 
Examino: takes OfiQcial notice that it is old and well known to those skilled in the art of 
distributing purchase incentives to consumers, that it would have been obvious to claim the 
invention as recited by the applicant, in order to overcome the explicit teachings of the published 
prior art. Furthermore examiner experience teaches the claimed invention except for the personal 
computer display. It would have hcea obvious to one skilled in the art to provide a personal 
computer display since the computer display is merely an automated feature of a concept that is 
old and well known as disctissed above. The motivation to combine qiplicants claimed invention 
with the services offered by PerformanceBike is to allow advertisers greater consumer targeting 
capabilities, while transferring information, which clearly shows the obviousness of the claimed 
invention. 

I hereby declare that all statements made under this declaration of my own knowledge are true 
and that all statements made on information and belief are beUeved to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or i^^)risonment or both, under 18 USC 1001 and that such will false 
statements may jeopardize the validity of the application or any patent issued thereon. 
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p\f SD'^*^^ a. 35 use 102(b) Rejections Over 8 References ^ 

The following is a quotation of 35 USC 102(b): 

A person shall be entitled to a patent unless the invention was patented or 
described in this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the United States. 

In reply, the applicants point out that neither Walker et al. (USP 5,945,653), Jermyn (USP 

6,026,370), Mori et al. (USP 6,070,148), Katz et al. (USP 6,055,513), Giuliani (USP 6,282,516), 

Kepecs (USP 6,330,543), Meyer et al. (WO 99/46708), and Day et al. (US Patent Publication 

2001/001301 1) were all published after March 16, 1999, which is one year prior to this 

appHcation's 35 USC 120 benefit date. Therefore, none of the eight references are 102(b) prior 

art. Therefore, the rejections of claims 1-74 imder 102rb) are improper and should be reversed. 

b. No Prima Facie Showing of Anticipation for Any of the 16 
References 

The examiner made no showing that any of the 16 references cited under 35 USC 102 
disclose any one of the claimed inventions.^ Therefore, the rejections are all improper and should 
be reversed. 

4. 37 CFR 1.192(c)(8)(iv) - 35 USC 103 Rejection of Claims 1-74 
a. Summary 

The examiner rejects claims 1-74 under 35 USC 103(a) based upon his alleged personal 
knowledge"*, asserting that: 

Claims 1-74 are rejected under 35 USC 103(a) as being impatentable over 
an obvious variation of examiner's personal experience of a method or system of 
targeted research information as provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the 
claimed method or system comprising: 

receiving from a point of sale a customer identifier (or purchase 
information, or purchase history of a customer) associated with a customer in a 
retail location; 



^See In re Lee, infra. 

"^e examiner gave a declaration supporting the obviousness rejection. See attachment 9, 
which is a copy of the declaration. 
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determining a targeted research invitation associated with the customer 
identifier (or purchase information, or purchase history of a customer), the 
targeted research information including contact information to be used by the 
customer to participate in marketing research; and 

delivering the targeted research invitation to the customer including a 
memory device and processor configured to perform the method steps thereof 
Examiner also has personal knowledge of the claimed prior purchase history basis 
received at a host computer, storing and matching customer and point of sale 
information, participation incentives, unique code numbers, printed research 
invitations at the point of sale, scanning customer identification information, 
customer contact information, purchase triggers including comparison, product 
information receipt, and multiple points of sale including credit/debit/social 
security card, driver's license, or checking account scaiming. The claimed 
receiving from a point of sale a customer identifier (or purchase information, or 
purchase history of a customer) associated with a customer in a retail location 
occurs when the examiner presented a Team Performance loyalty customer 
identification card at a point of sale PerformanceBike retail location that provided 
a basis for examiner's purchase information and history. The claimed 
determining a targeted research invitation associated with the customer identifier 
(or purchase information, or purchase history of a customer), the targeted research 
invitation including contact information to be used by the customer to participate 
in marketing research occurs when the examiner was presented with periodic 
PerformanceBike sale items based on prior purchases such that examiner was 
targeted with bicycling products most relevant to examiner's prior purchases, the 
Team Performance card included examiner's customer identifier. Examiner uses 
a broad reasonable interpretation of "targeted research invitation" to be the same 
as PerformanceBike offers of tricycles, training wheels, children's safety 
equipment including helmets, knee and elbow pads, and bicycle flags based on 
examiner's prior purchase of a bicycling trailer for towing children on a bicycle. 
(Another interpretation will be considered for obviating the claimed invention 
infra). The claimed delivering the targeted research invitation to the customer 
including a memory device and processor configured to perform the method steps 
thereof occurs when the examiner was mailed (electronically or postally) offers of 
children's cycling equipment at discount or reduced pricing. PerformanceBike 
used a computer for the claimed prior purchase history basis received at a host 
computer, storing and matching customer and point of sale information, 
participation incentives, unique code numbers, printed research invitations at the 
point of sale, scanning customer identification information, customer contact 
information, purchase triggers including comparison, product information receipt, 
and multiple points of sale including credit/debit/social security card, driver's 
license, or checking account scanning. Examiner notes that it is old and well 
known to those skilled in the art of targeted research invitation, that it would have 
been obvious to claim the invention as recited by the applicant, in order to 
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overcome the explicit teachings of examiner's personal experience discussed 
supra. Furthermore examiner experience teaches the claimed invention except for 
the claimed targeted research invitation (as another interpretation). Examiner 
considers the claimed targeted research invitation to be merely an obvious 
variation of the marketing technique used by Performances ike to target customers 
with specific products or services. Although examiner has never heard this 
marketing technique to be recited as "targeted research invitation" it is not 
patentabilty distinct using broadest reasonable interpretations under the Graham 
decision. It would have been obvious to one skilled in the art to provide targeted 
research invitation since that marketing technique is merely an automated features 
[sic] of a concept that is old and well known. Please see In re Venner, 262 F.2d 
91, 95, 120 USPQ 193, 194 (CCPA 1958) in which the court held that broadly 
providing an automatic or mechanical means to replace a manual activity which 
accompUshed the same result is not sufficient to distinguish over the prior art. 
The targeted research invitation is merely an automatic or mechanical means to 
replace an [sic] manual activity based on examiner's personal experience with the 
claimed method or system comprising: receiving from a point of sale a customer 
identifier (or purchase inforaiation, or purchase history of a customer) associated 
with a customer in a retail location; determining a targeted research invitation 
associated with the customer identifier (or purchase information, or purchase 
history of a customer), the targeted research invitation including contact 
information to be used by the customer to participate in marketing research; and 
delivering the targeted research invitation to the customer including a memory 
device and processor configured to perform the method steps thereof The 
motivation to combine applicants [sic] claimed invention with the services offered 
by PerformanceBike in order is to allow advertisers, manufacturers, retailers, and 
consumer advocacy groups greater consumer targeting capabilities for increased 
sales and to deliver consumer products that are more likely to be well received by 
the public, which clearly shows the obviousness of the claimed invention. 

In reply, the applicants respectfully traverse these rejections because they fail to carry the 

burdens of proof and persuasion in view of the evidence and reasoning presented below. 

b. No Physical Evidence Supports the Assertions in the 

Examiner's Declaration that the FerformanceBike.com Web 
Site Existed in 1994 

The examiner alleges personal knowledge of the existence of the PerformanceBike.com 
web site of "[s]ince at least 1994." This allegation, even though asserted now by the examiner in 
a declaration, fails to carry the burden of proof as to the existence of the PerformaceBike.com 
web site prior to the applicant's priority filing date, i.e., prima facie date of invention. 

The applicants first point out that there is no physical evidence supporting the examiner's 

13 
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assertions that the Perfonnancebike.com web site existed in 1994. In fact, the printout of the 
WAYBACK MACHINE for PerformanceBike.com as of December 24, 1997^ shows a copyright 
year of 1997, which is the prima facie date associated with that website. Accordingly, that 
physical evidence is not evidence of prior art. 

Submitted with this brief is probative physical evidence that no version of the 
www.PerformanceBike.com web site existed until some time in 1997 , and certainly no later than 
December of 1996. 

i. The Web Master for PerformanceBike.com Indicated 
That the First PerformanceBike.com Web Site Was 
Launched in Late 1996 

I spoke with the web master of performance bike on 9/19/02, via telephone. The web 

master is Andrew Ruggeri, telephone number 800-433-1633 (at an internal company extension of 

that number). Mr. Ruggeri clearly indicated to me (1) that he knew that the first web site for 

Performance Bike was launched in August or September of 1996, (2) that he became an employee 

of Performance Bike in 1997, and (3) that he knew that the Performance Bike web site has never 

provided coupons for retail store purchases. Mr. Ruggeri indicated that one reason the web site 

has never provided coupons for retail store purchases was that the pricing structure for web based 

sales and retail store sales were different, and therefore, placing incentives for retail store 

purchase on the website would be incompatible with the distinct pricing for web site sales and 

retail store sales. 

I attempted to get a declaration fi-om Mr. Andrew Ruggeri, but his company referred me 
to its outside IP counsel, Christopher Bolen, Esq., and Mr. Bolen refused my requests. Third 
party discovery is not available for ex parte matters, and therefore I do not have the right to 
compel a declaration at this time. Since this evidence is currently unavailable to me, I reserve the 
right to supplement this brief with that evidence, if and when it becomes available. 

ii. Physical Evidence Indicates That The 
PerformanceBike.com Web Site Came into Existence in 
Late 1997 



^A copy of the printout of 8 pages of the PerformanceBike.com website fi-om December 
24, 1997 is attachment 8. 
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A ten-page printout at URL www.archive.org/about/about.php describing the 
WAYBACK MACHINE is submitted herewith.*^ A five page printout of the URL 
www.archive.org is submitted herewith.^ A two page printout of the URL 
pages.alexa.com/company/index.html?p=Dest_W_t_40_Bl is submitted herewith.^ As indicated 
in those attachments, www.archive.org is run by the "Internet Archive", which is a non profit 
hbrary organization dedicated to archiving the Intemet. The Internet Archive has been receiving 
data regarding the web from "Alexa", which is a company that runs a Veb crawler.' A web 
crawler is a computer system that downloads and reviews all of the high level URLs for content 
on a periodic basis, for indexing their content for use by search engines. 

The WAYBACK MACHINE is a web enabled interface between the Intemet Archive's 
data store that enables anyone with a web browser to see what certain web sites looked like on 
prior dates. See attachment 2. 

Moreover, the Director of the USPTO via his delegees has instructed the examiners to 
rely upon the Wayback Machine to prove web site prior art dates and content on those dates. The 
USPTO hosted a "Business Methods Partnership Meeting" on April 1, 2003, which was open to 
the public. At this meeting, Jim Trammell, Supervisory Patent Examiner, TC 3600, and Bob 
Weinhardt, Quality Assurance Specialist, TC 3600, gave the presentation entitled "When is an 
'Electronic Document a Printed Publication for Prior Art Purposes?"^ The presenters in particular 
identified the "Wayback Machine" as among the "Resources Used by Examiners to Establish 
Website Dates."*** The presenters stated that the Wayback Machine "[fjinds archived web pages 



^A copy of the ten page printout of www.archive.ord/about/about.php is attachment 1\. 

^A copy of the five page printout of vmw.archive.org is attachment 2. 

^A copy of the two page printout of 
pages.alexa.com/company/index.html?p=Dest_W_t_40_Bl is attachment 3. 

^A Copy of the presentation "When is an Electronic Document a Printed Publication for 
Prior Art Purposes?" is attachment 12, This presentation was made as part of the USPTO's 
"Business Methods Partnership Meeting" with the public, held April 1, 2003. 

^^'SUde 25 from attachment 12. 
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back to 1996."'' The presenters made it quite clear that the USPTO's examiners are relying on 
Wayback Machine archive dates as evidence showing prior art dates for websites. Thus, the 
applicants' use of the Wayback Machine herein should be accorded equal respect. 

I used the WAYBACK MACHINE to see what versions of the PerformanceBike.com 
web site existed at prior dates. Specifically, I used the WAYBACK MACHINE'S search function 
for http://performancebike.com on November 27, 2002. My results are attachment 4.'^ The 
search result shows that PerformanceBike.com web site was not launched until October 1997. 
Specifically, attachment 4 states "0 pages" under the heading 1996, which strongly suggests that, 
although the URL domain name was registered with the domain name register in 1996, no web 
pages were associated with the logical address www.PerformanceBike.com in 1996 that could be 
dovraloaded to a user's computer via use of a web browser until after 1996. In contrast, 
attachment 4 shows web pages associated with www.PerformanceBike.com beginning October 
17, 1997, and web pages continuously associated with that URL ever since. This evidence 
implies that the www.PerformanceBike.com web site, that is, a URL which would transmit web 
pages to a user, did not exist prior to the priority filing date for this application. 

The most recent version of the PerformanceBike.com web site in the WAYBACK 
MACHINE prior to March 16, 2000 is on November 15, 1999. A copy of the printout of the 
WAYBACK MACHINE for PerformanceBike.com on November 15, 1999 is attachment! 3.*^ 
That version does not show any of the targeted research invitation limitations defined by claims 
1-74. 

I attempted to get a declaration from a representative of the Internet Archive. However, 
their representative referred me to their counsel, which is Rachel Silvers of the firm of Perkins 
Coie LLP in San Francisco. Ms. Silvers indicated that the Intemet Archive refiised to provide a 
declaration explaining the meaning of the "1996 0 pages" text in attachment 4. Third party 

'^Slides 27-29 from attachment 12. 

*^A Copy of the printout of the WAYBACK MACHINE'S search resuU for 
http://performancebike.com conducted on November 27, 2002 is attachment 4. 

*^A copy of the printout of 13 pages of the PerformanceBike.com web site from 
November 15, 1999, as stored in the WAYBACK MACHINE is attachment 13. 
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discovery is not available for ex parte matters, and therefore I do not have the right to compel a 

declaration at this time. Since this evidence is currently unavailable to me, I reserve the right to 

supplement this brief with that evidence, if and when it becomes available. 

iii. The www.PerformanceBike.com Domain Name Was 
Not Even Registered Until December 3, 1996 

Network Solutions, Inc. was founded in 1979 and is located in Hemdon, Virginia. Until 
recently, in 1999, Network Solutions, Lie. ("NSI") was the only registrar of domain names for the 
web. www.netsol.com is NSFs web site.*'* It contains a WHOIS search engine. 
This type of search engine provides users information related to a particular web site, such as 
registrant name, date of initial registration, and date of most recent update. 

I conducted a search for www.PerformanceBike.com on the WHOIS search engine at 
www.netsol.com on December 2, 2002. A printout of the WHOIS search result for 
www.PerformanceBike.com from www.netsol.com WHOIS search engine is submitted herewith 
as attachment 7.*^ The search result shows that the domain name www.PerformanceBike.com 
was not registered until December 3, 1996. 

When a domain name is registered, it is by contract, controlled by the entity that 
purchased it. It does not automatically have web pages, i.e., a web site, associated with it. 
-Therefore, the mere fact that vmw.PerformanceBike.com was registered on December 3, 1996, 
does not imply that a web site, i.e., content available for downloading to a user's browser, existed 
on that date. In fact, complicated web sites often take months to develop before they are ready 
for loading onto the Web as a web site. 

I attempted to get a declaration from a representative of NSI explaining that the date 
listed in their WHOIS search engine is the date that a domain name was first registered in the 
master Domain Name Service hosted by NSI and therefore the earliest date on which the domain 



^'^A copy of the printout from www.verisign.com/corporate/news/apr_19980107.html 
describing Network Solutions, Inc., is attachment 5. A copy of 
www.wired.com/news/politics/0,1 238,31 55 l,00.html is attachment 6. 

'^A copy of the printout from www.netsol.com's WHOIS search engine for 
www.PerformanceBike.com is attachment 7. 
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name would have been available for hosting a web site. 

A representative of NSI verbally indicated to me that NSI only accepted subpoena's for 
testimony via FAX, and that NSI did not respond to voluntary requests for discovery. Third 
party discover in not available for ex parte matters, and therefore I do not have the right to 
compel a declaration at this time. Since this evidence is currently unavailable to me, I reserve the 
right to supplement this brief with that evidence, if and when it becomes available. 

c. The Weight of the Evidence is that the PerformanceBike.com 
Web Site did not Exist in 1994 

All of the above listed physical evidence is contradictory to the assertions provided in the 

examiner's declaration as to the date of existence of the PerformanceBike.com web site, and to 

the assertion that the web site is legal prior art.*^ The APIs must compare the weight of the 

physical evidence indicating that the web site did not exist until 1997 to the examiner's 

recollection that the web site existed in 1994. I submit that the examiner's unsupported 

recollection is clearly outweighed by the weight of the physical evidence and the information Mr. 

Ruggieri passed along to me. 

d. Objectively Implausible Nature of Factual Assertions in the 
Examiner's Declaration 

The examiner made blanket statements in his declaration that each and every limitation 

claimed in claims 1-74 were known to him since 1994. hi fact, the examiner has made the same 

type of blanket statement in rejecting all claims in attorney docket CAT/29US-SCROCO, 

application number 09/401,939, and all claims in CAT/29US-SCRO-C03, apphcation number 

09/756,788, which are also now on appeal'^. The examiner's allegations that so many limitations 

in so many claims were personally known to him are objectively implausible. For this reason, 

the examiner's declaration should be given little or no probative weight. 



A copy of the 4 page examiner affidavit supporting obviousness rejection is attachment 

9. 

*^A copy of the claims in application number 09/401,939 is attachment 10 to this brief. A 
copy of the clauns in apphcation number 09/756,788 is attachment 1 1 to this brief. 
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e. The PerformanceBike.com Web Site Did Not In Fact 
Anticipate or Suggest Any One of Claims 1-74 

The applicants point out that the evidence shows that PerformanceBike.com web site 

does not now and did not prior to 2000 determine, based on information received at a point of 

sale, a targeted research invitation associated with a customer identifier and deliver the targeted 

research invitation to the customer, contrary to the examiner's assertion. The most recent version 

of the PerformanceBike.com web site prior to March 16, 2000 is on November 15, 1999. A copy 

of the printout of the WAYBACK MACHINE for PerformanceBike.com on that date is 

attachment 13.*^ Attachment 13 shows a web site which has none of the functionality, nor 

discloses or appears to show any of the targeted research invitation limitations defined by claims 

1-74. 

There is highly probative evidence that the alleged prior art upon which the examiner 
rehes did not exist prior to 2000, i.e., did not exist prior to the priority date for the claims in this 
application. For this additional reason, the rejections based upon the examiner's declaration 
should be reversed. 

f. The Examiner's Assertions Are not Specific as to Observed 
Activity, Place, and Time 

The examiner's assertions in support of the 35 USC 103 rejections in the office action 

dated December 18, 2002 are not specific as to observed activity, place, and time. The examiner 

asserts in his declaration that Performance Bike disclosed the claimed inventions, by stating that: 

Since at least 1994, PerformanceBike has performed the claimed method 
or system comprising: 

receiving from a point of sale a customer identifier (or purchase 
information, or purchase history of a customer) associated with a customer in a 
retail location; 

determining a targeted research invitation associated with the customer 
identifier (or purchase information, or purchase history of a customer), the 
targeted research invitation including contact information to be used by the 
customer to participate in marketing research; and 

deUvering the targeted research invitation to the customer including a 



***A copy of the printout of the WAYBACK MACHDSfE for PerformanceBike.com on 
November 15, 1999 is attachment 13. 
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memory device and processor configured to perform the method steps thereof. 
Examiner also has personal knowledge of the claimed prior purchase history basis 
received at a host computer, storing and matching customer and point of sale 
information, participation incentives, unique code numbers, printed research 
invitations at the point of sale, scanning customer identification information, 
customer contact information, purchase triggers including comparison, product 
information receipt, and multiple points of sale including credit/debit/social 
security card, driver's license, or checking accoimt scanning. [Office action 
mailed 12/18/02 page 11 lines 6-18.] 

The examiner's assertions are not backed up by any specificity. No specific time, place, 
or event is alleged in the examiner's declaration. Specificity is an important factor in 
determining probative value of any statement. "The lack of specificity deprives the appellant of a 
suitable rebuttal and makes the rejection vague and uncertain on review. Absent sufficient 
findings, it cannot be said that the examiner has sufficiently made out a prima facie case of 
obviousness." Ex parte Marckini (Appeal No. 97-3671, Application 08/266,977 at 
http://www.uspto.gov/web/offices/dcom/bpai/decisions/fd973671.pdfat page 9) (not binding 
precedent). Furthermore, the examiner has the burden to establish a prima facie case of 
obviousness. The examiner is required to establish a factual basis to support obviousness 

conclusion. In re Fine . 837 F.2d 1071, , 5 USPQ 2d 1596, 1988. Since the examiner has not 

provided specificity as to time, place, and event of any relevant prior public use, the rejections 
based upon the examiner's declaration (1) do not make out a prima facie case and (2) are 
improper and therefore should be reversed. 

g. Claims 1-74 Also Distinguish Over the Examiner's Alleged 
Personal Experience with Performance Bike 

The applicants submit that claims 1-74 also distinguish over the examiner's alleged 

personal experience with Performance Bike because the description in the official action of this 

experience is directed to sending to consumers offers of products related to a consumers' 

purchases. The examiner's personal experience described in the official action does not include 

the research invitation recited in the applicants' claims and described in the disclosure, for 

example, based on the consumer's prior purchases, sending the consumer an invitation to receive 

a marketing questionnaire. This is because the examiner's apparent definition of "targeted 
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research invitation," which is a limitation contained in each of claims 1-74, differs from the 

definition of '^targeted research invitation" disclosed in the specification 

The examiner states his definition of targeted research invitation in the office action 

mailed December 18, 2002 as follows: 

Examiner uses a broad reasonable interpretation of "targeted research 
invitation" to be the same as PerformanceBike offers of tricycles, training wheels, 
children's safety equipment including helmets, knee and elbow pads, and bicycle 
flags based on examiner's prior purchase of a bicycling trailer for towing children 
on a bicycle. [Page 6 lines 1-4, office action mailed December 18, 2002.] 

The examiner fiirther clarifies his definition of targeted research invitation in the office 

action mailed December 18, 2002: 

Examiner considers the claimed targeted research invitation to be merely 
an obvious variation of the marketing technique used by PerformanceBike to 
target customers with specific products or services. Although examiner has never 
heard this marketing technique to be recited as "targeted research invitation" it is 
not patentabilty distinct using broadest reasonable interpretations under the 
Graham decision. It would have been obvious to one skilled in the art to provide 
targeted research invitation since that marketing technique is merely an automated 
features [sic] of a concept that is old and well known. [Page 6 line 18 through 
page 7 line 5, office action mailed December 18, 2002.] 

[I]t is old and well known to those skilled in the art of targeted research 
invitation, that it would have been obvious to claim the invention as recited by the 
applicant, in order to overcome the explicit teachings of examiner's personal 
experience discussed supra. Furthermore examiner experience teaches the 
claimed invention except for the claimed targeted research invitation (as another 
interpretation). Examiner considers the claimed targeted research invitation to be 
merely an obvious variation of the marketing technique used by Performance Bike 
to target customers with specific products or services. [Office Action mailed 
12/18/02 page 13 lines 1 - 8.] 

- Thus, the examiner construes offers for sale of bicycle equipment to be "targeted research 

invitations." 

In reply, the applicants point out that the examiner's interpretation of "targeted research 
invitation" is inconsistent with the meaning of "targeted research invitation" defined by the 
applicants' specification. The specification defines "targeted research invitation" to mean giving 
a research invitation to a specific consumer specifically based on the consumer's purchase 
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history, wherein the research invitation includes contact information to be used by the consumer 
to participate in marketing research, and may include an incentive for the consiuner to participate 
in the research, as clearly defined by page 2 line 7 to page 3 line 2 of the specification, which 
states that: 

Accordingly, one object of this invention is to target research invitations to 
specific consumers, based on the consumers' purchase histories. 

Another object of the present invention is to provide a novel method and 
system for delivering targeted research invitations to consumers at points of sale 
in retail locations. 

These and other objects are achieved by providing a novel method, 
system, and computer program product for delivering targeted research 
invitations. The method, on which the system and computer program product are 
based, includes the steps of: receiving from a point of sale a customer identifier 
associated with a customer in a retail location; determining a targeted research 
invitation associated with the customer identifier, the targeted research invitation 
including contact information to be used bv the customer to participate in 
marketing research : and delivering the targeted research invitation to the 
customer. 

According to another aspect of the invention, targeted research invitations 
are determined based on purchase information of at least one item purchased in 
the retail location. Preferably, purchase triggers, such as predetermined bar code 
information (e.g., UPC, JAN, and/or EAN information), are used to determine 
when targeted research invitations should be delivered to the customer. The 
, purchase triggers may be used in place of, or in addition to, the customer 

identifiers in determining targeted research invitations to be delivered to the 
customer. 

According to another aspect of the present invention, purchase history 
information of a consumer is stored. The purchase history information includes 
information of items purchased by the consumer. A targeted research invitation is 
determined based on the purchase historv information, the targeted research 
invitation including contact information to be used bv the consumer to participate 
in marketing research and an incentive to induce the consumer to participate in the 
- marketing research. The targeted research invitation is then associated with a 
customer identifier associated with the consumer. [Underlining added.] 

' The examiner's interpretation is inconsistent with the specification because 

PerformanceBike's sale of bicycle equipment is not an invitation to participate in marketing 

research, with or without an incentive. 

The examiner also alleges that the claimed inventions are obvious, stating that: 

Examiner notes that it is old and well known to those skilled in the art of targeted 
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research invitation, that it would have been obvious to claim the invention as recited by the 
applicant, in order to overcome the explicit teachings of examiner's personal experience 
discussed supra. Furthermore examiner experience teaches the claimed invention except for the 
claimed targeted research invitation (as another interpretation). Examiner considers the claimed 
targeted research invitation to be merely an obvious variation of the marketing technique used by 
PerformanceBike to target customers with specific products or services. [Page 13 lines 1-8 
Official Action Mailed December 18, 2002.] 

In reply to this alternative argument, applicants submit that the mere fact that the prior art 

that the examiner declared he "experienced" via Performance Bike.com could be modified would 

not have made such a modification obvious, absent some teaching in the prior art motivating the 

modification of the prior art. In re Deminski , 796 F.2d 436, 230 USPQ 3113 (Fed. Cir. 1986). 

What the examiner "considers merely an obvious variation" is not probative. Performance Bike 

provides no teaching suggesting the research incentives recited in the applicants' claims. 

Therefore, the rejections of claims 1-74 relying upon the examiner's experience with 

Performance Bike are improper and should be reversed. 

5. 37 CFR L192(c)(8)(v) - Other Rejections 

a. Sixth Paragraph 35 USC 112 Rejections of Claims 48-74 

- _ The examiner rejects claims 48-74 under 35 USC 1 1 2, sixth paragraph, stating that: 

Claims 48-74 are rejected under 35 USC 1 12, sixth paragraph, as not 
setting a limit on how broadly the Office may construe means-plus-fiinction 
language under the rubric of reasonable interpretation (please see In re Donaldson 
Co,, 16 F.2d 1 189, 29 USPQ2d 1845 (Fed. Cir. 1994)). The independently 
claimed "means for" steps are not construed means-plus-fimction language under 
the rubric of reasonable interpretation, because neither the specification nor the 
claims provide a clear limit of patentability. Each independently claimed "means 
for" step is merely exemplified after that recitation with fimctional language but 
not modified by sufficient structure, material, or acts for achieving the specified 

^ fimction and as such, may incorporate any fimction that could be taught in the 
prior art, as will be illustrated and discussed under the prior art rejections infi-a. In 

. order to consider that claim in light of the prior art, examiner will assume that 
those claims contain a clear limitation under the broadest reasonable 
interpretation. [Office action mailed 12/18/02 page 2 lines 9-19.] 

In response, the applicants respectfiiUy traverse these rejections because they are 

improper and should be reversed. 

First, 35 USC 1 12, sixth paragraph does not define a requirement with which the 
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generating transmitting, and identifying token data in a retail store for discounted 
purchase from a main computer. In other words the invention as claimed communicates 
two different types of data between a main and personal computer with one of the types 
of data used to provide a basis for a third type of data. 

Applicants argue that Day does not disclose the non enabling and indefinite 
features rejected above along with the claimed token data (one of two types of data) being 
transmitted back to the main from personal computer and retail store identification for 
generating a purchase incentive or third type of data. Applicants also argue that con 
Kohom does not disclose an online distribution of data claimed as purchase incentives or 
a two-way interactive user retailer system. Applicants fiirther argue that Deaton does not 
disclose the distribution of coupons or similar incentives. Applicants finally argue that 
Ferguson does not disclose generation of a third type of data or [token] data dependent 
upon one of two types of data between a main and personal computer with one of the 
types of data used to provide a basis for a third type of data. Each of the clearly 
anticipated references disclose the claimed invention on the face of each reference and 
examiner maintains the rejection based on applicants claimed invention and supporting 
arguments. [Office action dated 1 1/22/02 page 13 line 7 through page 14 line 13.] 

In reply, the applicants respectfully point out that the foregoing statements do not provide 
any additional reasoning or assertions of fact in support of any rejection. 
4. 37 CFR 1.192(c)(8)(iv) - 35 USC 103 

The examiner rejected claims 32-70 under 35 USC 103(a) based upon his alleged 
personal knowledge, declaring that*: 

Claims 32-70 are rejected under 35 USC 103(a) as being unpatentable 
over an obvious variation of examiner's personal knowledge of consumer 
purchasing incentive distribution provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the 
claimed method, system, and program of: 

transmitting promotion data identifying a plurality of product discounts 
from a main personal computer over a computer network; 

displaying said plurality of product discounts at said personal computer 
based on said promotion data; 

transmitting selections data designating at least one product discount 
selected from said plurality of product discoimts from said personal computer to 
said main computer over said computer network; 



'The examiner gave a declaration reciting what is quoted here. See attachment 9, which 
is a copy of the declaration. 
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generating token data depending on said selection data; 

transmitting said token data from said main computer to said personal 
computer over said computer network; 

identifying said token data in a retail store in association with items being 
purchased at said retail store; 

determining discount items being purchased corresponding to said at least 
one product discount from said identified token data; and 

generating a purchase incentive based on said discount items. Examiner 
also has personal knowledge of instant or subsequent redeemable vouchers, 
separate shopping lists based on selected product discounts, main to personal 
computer shopping list transmission, specific manufacturer or specific retailer 
discounts, demographic data or token use or product use frequency basis, and 
internet/intranet token scanning identification. The claimed promotion data 
transmission and product discount display occur when the examiner went into a 
PerformanceBike retail outlet store and viewed discounted products from a sales 
catalog. The selection data transmission occurs when the examiner uses the red 
courtesy phone (functionally equivalent to a claimed personal computer) and calls 
the retail outlet distribution center (functionally equivalent to the claimed main 
computer). The generating, transmitting, and identifying token data occxirs when 
examiner's frequent buyer card bar code number is processed for the product 
selection data made from the red courtesy phone (examiner's frequent buyer card 
bar code nimiber is the same as the claimed token data). The step of determining 
discount items being purchased occurs when the retail outlet distribution center 
- r verifies the final purchase order of the examiner. Generating purchase incentive 
based on discount items occurs when the examiner is credited with frequent buyer 
points rewarded for discount item purchased. The dependently claimed steps 
including instant or subsequent redeemable vouchers, separate shopping lists 
based on selected product discounts, main to personal computer shopping list 
transmission, specific manufacturer or specific retailer discounts, demographic 
data or token use or product use frequency basis, and internet/intranet token 
scanning identification are also services and features available using 
* PerformanceBike based on examiner's experience. The claimed invention, recited 

by the applicant, has been provided by PerformanceBike long before the filing of 
" applicants' invention. Examiner takes Official nofice that it is old and well 
known to those skilled in the art of distributing purchase incentives to consumers, 
that it would have been obvious to claim the invention as recited by the applicant, 
in order to overcome the explicit teachings of the published prior art. Furthermore 
examiner experience teaches the claimed invention except for the personal 
computer display. It would have been obvious to one skilled in the art to provide 
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a personal computer display since the computer display is merely an automated 
feature of a concept that is old and well known as discussed above. Please see In 
re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) in which the court 
held that broadly providing an automatic or mechanical means to replace a manual 
activity which accomplished the same result is not sufficient to distinguish over 
the prior art)[sinc]. The motivation to combine appUcants claimed invention with 
the services offered by PerformanceBike in order is to allow advertisers greater 
consumer targeting capabilities, while transferring information, which clearly 
shows the obviousness of the claimed invention. [Office action mailed 1 1/22/02 
page 6 line 1 1 through page 9 line 6.] 

hi reply, the applicants respectfully traverse these rejections because they are not 
supported by any substantial evidence, and because they fail to carry the burdens of proof and 
persuasion. The examiner alleges personal knowledge of the existence of the 
PerformanceBike.com web site of "[sjince at least 1994." This allegation, even though asserted 
now by the examiner in a declaration, fail to carry the burden of proof as to the existence of the 
PerformaceBike.com web site prior to the applicant's priority filing date, i.e., prima facie date of 
invention. 

a. No Physical Evidence Supports the Examiner's Declaration 

That applicant first points out that there is no physical evidence supporting the examiner's 

assertions that the Performancebike.com web site existed in 1994. Li fact, the 

PerformanceBike.com website printout enclosed with the July 29, 2002 office action shows a 

copyright year of 2000, which is the prima facie date associated with that website. Accordingly, 

no physical evidence supports the examiner's assertion that any performancebike.com web site 

existed prior to the priority date for this application. 

b. Probative Evidence Exists That The PerformanceBike.com 
Web Site Did Not Exist In 1994 

. Submitted with this Brief is probative physical evidence that the 
www.PerfomianceBike.com web site did not exist until some time in 1997. and certainly no later 
than December of 1996. 

i. The Web Master for PerformanceBike.com Indicated 
That the First PerformanceBike.com Web Site Was 
Launched in Late 1996 
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I spoke with the web master of performance bike on 9/19/02, via telephone. The web 
master is Andrew Ruggeri, telephone number 800-433-1633 (at an internal company extension of 
that number). Mr. Ruggeri clearly indicated to me (1) that he knew that the first web site for 
Performance Bike was launched in August or September of 1996, (2) that he became an employee 
of Performance Bike in 1997, and (3) that he knew that the Performance Bike web site has never 
provided coupons for retail store purchases. Mr. Ruggeri indicated that one reason the web site 
has never provided coupons for retail store purchases was that the pricing structure for web based 
sales and retail store sales were different, and therefore, placing incentives for retail store 
purchase on the website would be incompatible with the distinct pricing for web site sales and 
retail store sales. 

I attempt to get a declaration fi-om Mr. Andrew Ruggeri, but his company resisted my 
request, and referred me to their outside IP counsel, Christopher Bolen, Esq. Third party 
discover in not available for ex parte matters, and therefore I do not have the right to compel a 
declaration at this time. Since this evidence is currently unavailable to me, I reserve the right to 
supplement this brief with that such evidence, if and when it becomes available. 

ii. Physical Evidence Indicates That The 

PerformanceBike.com Web Site Came into Existence in 
Late 1997 

A ten-page printout at URL www.archive.org/about/about.php describing the 
WAYBACK MACHINE is submitted herewith.^ A five page printout of the URL 
www.archive.org is submitted herewith.^ A two page printout of the URL 
pages.alexa.com/company/index.html?p=Dest_W_t_40_Bl is submitted herewith."* As indicated 
in those attachments, www.archive.org is run by the "Internet Archive", which is a non profit 
library organization dedicated to archiving the Internet. The Internet Archive has been receiving 

^A copy of the ten page printout of www.archive.ord/about/about.php is attachment 1. 

^A copy of the five page printout of www.archive.org is attachment 2. 

''A copy of the two page printout of 
pages. alexa.com/company/index.html?p=Dest_W_t_40_Bl is attachment 3. 
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data regarding the web from " Alexa", which is a company that runs a Veb crawler.' A web 
crawler is a computer system that downloads and reviews all of the high level URLs for content 
on a periodic basis, for indexing their content for use by search engines. 

The WAYB ACK MACHINE is a web enabled interface between the Internet Archive's 
data store that enables anyone with a web browser to see what certain web sites looked like on 
prior dates. See attachment 2. 

I used the WAYBACK MACHINE to see what versions of the PerformanceBike.com 
web site existed at prior dates. Specifically, I used the WAYBACK MACHINE'S search function 
for http://performancebike .com on November 27, 2002. My results are attachment 4,^ The 
search result shows that PerformanceBike.com web site was not launched until October 1997. 
Specifically, attachment 4 states "no pages" in 1996, which means that the URL domain name 
was registered with the domain name register in 1996, but that no web pages were associated 
with the logical address www.PerformanceBike.com in 1996 that could be downloaded to a 
user's computer via use of a web browser. In contrast, attachment 4 shows web pages associated 
with www.PerformanceBike.com beginning October 17, 1997, and web pages continuously 
associated with that URL ever since. This means that the www.PerformanceBike.com web site, 
that is, a URL which would transmit web pages to a user, did not exist prior to the priority fiUng 
date for this application. 

I attempted to get a declaration from a representative of the Internet Archive. However, 
their representative referred me to their counsel, which is Rachel Silvers of the firm of Perkins 
Coie LLP in San Francisco. Ms. Silvers indicated that the Internet Archive refiised to provide a 
declaration explaining the meaning of the "1996 no pages" text in attachment 4. Third party 
discover in not available for ex parte matters, and therefore I do not have the right to compel a 
declaration at this time. Since this evidence is currently unavailable to me, I reserve the right to 
supplement this brief with that such evidence, if and when it becomes available. 

iii. The www.PerformanceBikccom Domain Name Was 



^A Copy of the printout of the WAYBACK MACHINE'S search result for 
http://performancebike.com conducted on November 27, 2002 is attachment 4. 
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Not Even Registered Until December 3, 1996 

Network Solutions, Inc. was founded in 1979 and is located in Hemdon, Virginia. Until 
recently, in 1999, Network Solutions, Inc. ("NSr*)was the only registrar of domain names for the 
web. www.netsol.com is NSFs web site.^ It contains a WHOIS search engine. 
This type of search engine provides users information related to a particular web site, such as 
registrant name, date of initial registration, and date of most recent update. 

I conducted a search for www.PerformanceBike.com on the WHOIS search engine at 
www.netsol.com on December 2, 2002. A printout of the WHOIS search result for 
www.PerformanceBike.com from www.netsol.com WHOIS search engine is submitted herewith 
as attachment 1? The search result shows that the domain name www.PerformanceBike.com 
was not registered imtil December 3, 1996. 

When a domain name is registered, it is by contract, controlled by the entity that 
purchased it. It does not automatically have web pages, i.e., a web site, associated with it. 
Therefore, the mere fact that www.PerformanceBike.com was registered on December 3, 1996, 
does not imply that a web site, i.e., content available for downloading to a user's browser, existed 
on that date. In fact, complicated web sites often take months to develop before they are ready 
for loading onto the web as a web site. 

I attempted to get a declaration from a representative of NSI explaining that the date 
listed in their WHOIS search engine is the date that a domain name was first registered in the 
master Domain Name Service hosted by NSI and therefore the earliest date on which the domain 
name would have been available for hosting a web site. 

A representative of NSI verbally indicated to me that NSI only accepted subpoena's for 
testimony via FAX, and that NSI did not respond to voluntary requests for discovery. Third 
party discover in not available for ex parte matters, and therefore I do not have the right to 



^A copy of the printout from www.verisign.com/corporate/news/apr 19980107.html 
describing Network Solutions, Inc., is attachment 5. A copy of 
www.wired.com/news/politics/OJ 238,3 155 [,00.html is attachment 6. 

'A copy of the printout from www.netsol.com's WHOIS search engine for 
www.PerformanceBike.com is attachment 7. 
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compel a declaration at this time. Since this evidence is currently unavailable to me, I reserve the 
right to supplement this brief with that such evidence, if and when it becomes available. 

All of the above listed physical evidence is contradictory to the assertions provided in the 
examiner's declaration as to the date of existence of the PerformanceBike.com web site (i.e., in 
1994), and to the assertion that the web site is legal prior art to claims in this application. 

Furthermore, the examiner has made "blanket statements" in his declaration that each and 
every limitation claimed in claims 32-70 were known to him prior to December 1996. Those 
statements are not supported by any specificity. The examiner's blanket statements in his 
declaration that each and every limitation claimed in claims 32-70 were known to him prior to 
December 1996 - - almost a decade ago - - are objectively implausible. Moroever, the existence 
of such blanket statements without providing any specificity as to any specific time, place, and 
observations, objectively indicates a lack of consideration of the seriousness involved in giving a 
declaration subject to penalty of perjury. For the foregoing reasons, I submit that the existence of 
the blanket statements xmdermines the examiner's credibility as to any facts asserted in his 
declaration and specifically including the date of timewise availability of the 
performancebike.com web site. 

In deciding whether the examiner has made a prima facie case as to timewise availability 
of the performancebike.com web site, the API's must compare the weight of the physical 
evidence indicating that the web site did not exist until 1997 to the examiner's unsupported 
recollection that the web site existed in 1994 ahnost a decade ago. I submit that the examiner's 
unsupported recollection is clearly outweighed by the weight of the physical evidence and the 
information Mr. Ruggieri passed along to me. Accordingly, the APJs should conclude that the 
burden of the evidence indicates that the performancebike.com web site is not timewise available 
as prior art. 

iv. The PerforinanceBike.com Web Site Did Not In Fact 
Anticipate Any One of Claims 32-70 

The applicants point out that the PerformanceBike.com web site does not now and did not 
in 1997 distribute incentives for in-store use, contrary to the examiner's assertion. A copy of 
printouts of pages of the PerformanceBike web site obtained fi-om the WAYBACK MACHINE'S 
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archive of the www.performancebike.com web site for 1997 is attachment 8. Note the copyright 

date on the front page of attachment 8 is 1997. Attachment 8 shows a web site which has none 

of the functionality claimed in the pending claims. None of those pages disclose or appear to 

provide incentives for in store use.^ It is highly unreasonable to assume that 

performancebike.com launched a web site with advanced functionality that provided incentives 

for in-store use as defined in the pending claims prior to 1996, at the beginning of the World 

Wide Web, and then removed all of that functionality prior to 1997. Accordingly, there is highly 

probative evidence that the teachings upon which the examiner asserts existed in the 

performancebike.com web site did not exist prior to 1997, i.e., did not exist prior to the priority 

date for the claims in this application. For this additional reason, the rejections based upon the 

examiner's declaration should be reversed. 

V. The Examiner's Assertions Are Contradictory and not 
Specific as to Observed Activity, Place, and Time 

The examiner's assertions in support of the 35 USC 103 rejections in the office action 
dated November 22, 2002 are contradictory. The examiner asserts in his declaration that the 
PerformanceBike.com web site disclosed the claimed inventions, by stating that: 

Since at least 1994, PerformanceBike has performed the claimed method, 
system, and program of: 

transmitting promotion data identifying a plurality of product discounts 
from a main personal computer over a computer network; 

displaying said plurality of product discounts at said personal computer 
based on said promotion data; 

transmitting selections data designating at least one product discoimt 
selected from said plurality of product discounts from said personal computer to 
- said main computer over said computer network; 

generating token data depending on said selection data; 

transmitting said token data from said main computer to said personal 
computer over said computer network; 

identifying said token data in a retail store in association with items being 
purchased at said retail store; 



A copy of the printout of 8 pages of the PerformanceBike.com web site from 1997, as 
stored in the WAYBACK MACHINE is attachment 8. 
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determining discount items being purchased corresponding to said at least 
one product discount from said identified token data; and 

generating a purchase incentive based on said discount items. [Office 
action dated 1 1/22/02 page 6 line 13 through page 7 line 11.] 

However, the examiner corresponds claimed limitations to non-web site structure in a 
retail store, including (1) an in-store red courtesy phone, (2) a frequent buyer card, and (3) 
discounts associated with products in the retail outlet store. 

A red courtesy phone does not describe or suggest the claimed "displaying," or "main" or 
"personal" computer. 

Ordering from a red courtesy phone does not disclose or suggest any one of the claimed 
steps of transmitting or selecting of incentives, or generation, transmission or use of tokens. 

In contrast to an "in store red courtesy phone", a personal computer has a memory capable 
of computing and with digital input and output ability. The in store red courtesy phone is not a 
computer, has no memory, cannot download or upload digital data files, let alone print purchase 
incentives. Accordingly, a red courtesy phone does not correspond to the claimed personal 
computer. 

Moreover, no claim limitations respond to the steps of a person going into a retail store 
and viewing discounted products from a sales catalog, using a frequent buyer card during a 
purchase, or using frequent buyer points. Therefore, the examiner's reliance upon the 
performancebike.com web site as suggesting the claimed invention is both inconsistent and 
logically improper. Thus, the examiner's assertions are irrelevant to the claimed invention. 
Therefore, the rejections that rely upon those assertions should be reversed. 

Finally the examiner's assertions are not backed up by any specificity. No specific time, 
place, or event is alleged in the examiner's declaration. Specificity is an important factor in 
determining probative value of any statement. "The lack of specificity deprives the appellant of a 
suitable rebuttal and makes the rejection vague and imcertain on review. Absent sufficient 
fmdings, it cannot be said that the examiner has sufficiently made out a prima facie case of 
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obviousness."£;c parte Marckini (Appeal No. 97-3671, Application 08/266,977 at 

http://www.uspto.gov/web/offices/dcom/bpai/decisions/fd973671.pdfat page 9) (not binding 

precedent). Furthermore, the examiner has the burden to estabUsh a prima facie case of 

obviousness. The examiner is required to establish a factual basis to support obviousness 

conclusion. In re Fine, 837 F.2d 1071, , 5 USPQ 2d 1596, 1988. Since the examiner has not 

provided specificity as to time, place, and event of any relevant prior public use, and since the 

examiner has not provided a meaningful explanation of the allegedly relevant 

performancebike.com web site's teachings, the rejections should be reversed. 

For all the foregoing reasons, the rejections based upon the examiner's declaration are 

improper and should be reversed. 

5. 37 CFR 1.192(c)(8)(v) - Other Rejections 

a. The Rejection of Claims 32-70 under the Judicially Created 
Doctrine of Obviousness-type Double Patenting as Being 
Unpatentable over Claims 1-3 of Us Patent No, 5,970,469 or 
Claims 1-10 of Us Patent No. 6,185,541 

The examiner rejects claims 32-70 under the judicially created doctrine of obviousness- 
type double patenting, stating that: 

Claims 32-70 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-3 of U.S. 
Patent No. 5,970,469 or claims 1-10 of U.S. Patent No. 6,185,541. Although the 
conflicting claims are not identical, they are not patentably distinct from each 
other because the patented claim of encoded [sic] (*469 patent) is an obvious 
variation of the application claimed token [sic] and the patented claimed [sic] 
advisory message ('541 patent) is an obvious variation of the application claimed 
general purchase incentive because both perform the same function in the same 
manner with the same resuU. [Office action mailed 1 1/22/02 page 9 line 9-15.] 
- hi reply, the applicants traverse the rejections based upon US 5,970,469's claims. Those 

claims define transmitting purchase incentives associated v^^ith recipes, whereas the present 

claims define identifying token data in a retail store for generating piu'chase incentives. One 

would not have been obvious in view of the other. Therefore, the rejections based upon claims 

1-3 in U.S. Patent No. 5,970,469 are improper and should be reversed. 

The appHcants also traverse the rejections based upon claims. 1-3 in US 6,185,541. Those 
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Co,, 383 U.S. 1, 148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 USC 103(a). 

16, Item 16 - 35 USC 103(c) Rejection of Claims 32-58 Based Upon (1) 

Examiner's Alleged Personal Knowledge and (2) the 

www.PerformanceBike.com Web Site 

In item 16', the examiner rejects claims 32-58 under 35 USC 103(a). The examiner states 



that: 



Claims 32-58 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over an obvious variation of examiner's personal knowledge of consumer 
purchasing incentive distribution provided by PerformanceBike.com (hereinafter 
PerformanceBike). Since at least 1994, PerformanceBike has performed the 
claimed method and system of: 

a web site for providing purchasing incentives from multiple sources; 

a consumer purchase history database based on consumer online shopping 
activating; 

a consumer database which can identify consumers by their addresses, 
wherein said consumer database is connected to said website so as to receive 
consumer data from said web site; and any one of 

means for delivering purchasing incentives or web site visit notices to 
consumers; 

means for delivering notices to purchase a specific manufacturer's 
product; 

transmitting purchase incentives or web site visit notices via a post office; 

and 

means for or a method informing of new incentives or printing coupons. 
Examiner also has personal knowledge of consumer profile basis, purchase history 
database either by an independently administered or cooperative site, and where 
purchase history includes data based on past purchasing activity. The claimed 
web site for providing purchasing incentives from multiple sources occur when 
the examiner went into a PerformanceBike retail outlet store, web site or kiosk 
and viewed discounted products from a sales catalog. The claimed consumer 
purchase history database based on consumer online shopping activating occurs 
when the examiner became a member of Team Performance which is a frequent 
buyer program and submitted demographic data. The claimed consumer database 
which can identify consumers by their addresses, wherein said consumer database 
is connected to said website so as to receive consumer data from said web site 
occurs when examiner submitted data to associate the PerformanceBike web site 
to receiving shopping information. The claimed steps including means for 
delivering purchasing incentives or web site visit notices to customers, means for 
delivering notices to purchase a specific manufacturer's product, transmitting 
purchasing incentives or web site visit notices via a post office, and means for or a 
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method informing of new incentives or printing coupons were administered by 
Performance Bike through sale maihngs which included coupons of products 
available either at the retail outlet or web site. The claimed invention, recited by 
the applicant, has been provided by PerformanceBike long before the filing of 
applicants' invention. Examiner takes Official notice that it is old and well 
known to those skilled in the art of distributing purchase incentives to consumers, 
that it would have been obvious to claim the invention as recited by the applicant, 
in order to overcome the explicit teachings of the published prior art. Furthermore 
examiner experience teaches the claimed invention except for the claimed e-mail 
notification. It would have been obvious to one skilled in the art to provide the 
claimed e-mail notification since e-mail is merely an automated feature of a 
concept that is old and well known as discussed above. Please see In re Venner, 
262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) in which the court held that 
broadly providing an automatic or mechanical means to replace a manual activity 
which accomplished the same result is not sufficient to distinguish over the prior 
art. The motivation to combine applicants claimed invention with the services 
offered by PerformanceBike in order is to allow advertisers greater consumer 
targeting capabilities through electronic mail mediums, while transferring 
electronic information, which clearly shows the obviousness of the claimed 
invention. [Office Action mailed 1/21/03 page 9 line 1 1 - page 1 1 line 13.] 

In reply, the applicants respectfully traverse these rejections because they fail to carry the 
burdens of proof and persuasion, particularly in view of additional evidence submitted herewith. 

The examiner alleges based upon personal knowledge the existence of the 
PerformanceBike.com web site of "[sjince at least 1994." This allegation, even though asserted 
now by the examiner in a declaration, fails to carry the burden of proof as to the existence of the 
PerformaceBike.com web site prior to the applicant's priority filing date, i.e., prima facie date of 
invention of December 23, 1996. 

a. No Physical Evidence Supports the Examiner's Decision 

That applicant first points out that there is no physical evidence supporting the examiner's 
asseitions. In fact, the PerformanceBike.com website printout enclosed with the July 29, 2002 
office action shows a copyright year of 2000, which is the prima facie date associated with that 
website. Accordingly, no physical evidence supports the examiner's assertion that the 
PerformanceBike.com web site was prior art. 
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b. Probative Evidence Exists That The PerformanceBike.com 
Web Site Did Not Exist In 1994 

Submitted with this response is probative physical evidence that the 

WNv\v.PerformanceBike.com web site did not exist until some time in 1997. and certainly no 

earlier than December of 1996. 

i. The Web Master for PerformanceBike.com Indicated 
That the First PerformanceBike.com Web Site Was 
Launched in Late 1996 

I spoke with the web master of performance bike on 9/19/02, via telephone. The web 
master is Andrew Ruggeri, telephone number 800-433-1633 (at an internal company extension of 
that number). Mr. Ruggeri clearly indicated to me (1) that he knew that the first web site for 
Performance Bike was launched in August or September of 1996, (2) that he became an employee 
of Performance Bike in 1997, and (3) that he knew that the Performance Bike web site has never 
provided coupons for retail store purchases. Mr. Ruggeri indicated that one reason the web site 
has never provided coupons for retail store purchases was that the pricing structure for web based 
sales and retail store sales were different, and therefore, placing incentives for retail store 
purchase on the website would be incompatible with the distinct pricing for web site sales and 
retail store sales. 

I attempted to get a declaration from Mr. Andrew Ruggeri, but his company referred me 
to its outside IP counsel, Christopher Bolen, Esq., and Mr. Bolen refused my requests Third 
party discovery is not available for ex parte matters, and therefore I do not have the right to 
compel a declaration at this time. Since this evidence is currently unavailable to me, I reserve the 
right to supplement this brief with that evidence, if and when it becomes available. 

ii. Physical Evidence Indicates That The 
PerformanceBike.com Web Site Came into Existence in 
Late 1997 

A ten-page printout at URL www.archive.org/about/about.php describing the 
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WAYBACK MACHINE is submitted herewith.^ A five page printout of the URL 
www.archive.org is submitted herewith.^ A two page printout of the URL 
pages.alexa.com/company/index.html?p=Dest_W_t_40_Bl is submitted herewith." As indicated 
in those attachments, www.archive.org is run by the "Internet Archive", which is a non profit 
library organization dedicated to archiving the Internet. The Internet Archive has been receiving 
data regarding the web from "Alexa", which is a company that runs a 'web crawler." A web 
crawler is a system that downloads and reviews all of the high level URLs for content on a 
periodic basis, for indexing their content for use by search engines. 

The WAYBACK MACHINE is a web enabled interface between the hitemet Archive's 
data store that enables anyone with a web browser to see what web sites looked like on prior 
dates. See attachment 2. 

Moreover, the Director has instructed the examiners to rely upon the Wayback Machine 
to prove web site prior art dates. The USPTO hosted a "Business Methods Partnership Meeting" 
on April 1, 2003, which was open to the public. At this meeting, Jim Trammell, Supervisory 
Patent Examiner, TC 3600, and Bob Weinhardt, Quality Assurance Specialist, TC 3600, made 
the presentation "When is an Electronic Document a Printed Publication for Prior Art 
Purposes?"' The presenters in particular identified the "Wayback Machine" as among the 
"Resources Used by Examiners to Establish Website Dates."* The presenters stated that the 
Wayback Machine "[f]inds archived web pages back to 1996."' The presenters made it quite 

^A copy of the ten page printout of www.archive.ord/about/about.php is attachment 1. 

^A copy of the five page printout of www.archive.org is attachment 2. 

"•a copy of the two page printout of 
pages.alexa.com/company/index.html?p=Dest_W_t_40_Bl is attachment 3. 

'A Copy of the presentation "When is an Electronic Document a Printed Publication for 
Prior Art Purposes?" is attachment 12. This presentation was made as part of the USPTO's 
"Business Methods Partnership Meeting" with the pubhc, held April 1 , 2003. 

^Slide 25 fi-om Attachment 12. 

'Slides 27-29 fi-om Attachment 12. 
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clear that the USPTO's examiners are relying on Wayback Machine archive dates as evidence 
showing prior art dates for websites. Thus, the applicants use of the Wayback Machine herein 
should be accorded equal respect. 

I used the WAYBACK MACHINE to see which versions of the PerformanceBike.com 
web site existed at prior dates. Specifically, I used the WAYBACK MACHINE'S search function 
for http://performancebike.com November 27, 2002. My results are attachment 4.^ The search 
result shows that PerformanceBike.com web site was not launched until October 1997. 
Specifically, attachment 4 states "0 pages" under the heading 1996, which strongly suggests that, 
although the URL domain name was registered with the domain name register in 1996, no web 
pages were associated with the logical address www.PerformanceBike.com that could be 
downloaded to a user's computer via use of a web browser until after 1996. In contrast, 
attachment 4 shows web pages associated with www.PerformanceBike.com beginning October 
17, 1997, and web pages continuously associated with that URL ever since. This evidence 
implies that the www.PerformanceBike.com web site, that is, a URL which would transmit web 
pages to a user, did not exist prior to the priority filing date for this application. 

I attempted to get a declaration fi-om a representative of the Internet Archive. However, 

their representative referred me to their counsel, which is Rachel Silvers of the firm of Perkins 

Coie LLP in San Francisco. Ms. Silvers indicated that the Internet Archive refused to provide a 

declaration explaining the meaning of the "1996 0 pages" text in attachment 4. Third party 

discovery is not available for ex parte matters, and therefore I do not have the right to compel a 

declaration at this time. Since this evidence is currently unavailable to me, I reserve the right to 

supplement this brief with that evidence, if and when it becomes available. 

iii. The wvYW.PerformanceBike.com Domain Name Was 
Not Even Registered Until December 3, 1996 

Network Solutions, Inc. was founded in 1979 and is located in Hemdon, Virginia. Until 

recently, in 1999, Network Solutions, Inc. was the only registrar of domain names for the web. 



^A copy of the printout of the WAYBACK MACHINE'S search result for 
http://performancebike.com conducted on November 27, 2002 is attachment 4. 
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www.netsol.com is Network Solutions, Inc.'s web site.^ It contains a WHOIS search engine. 
This type of search engine provides users information related to a particular web site, such as 
registrant name, date of initial registration, and date of most recent update. 

I conducted a search for www.PerformanceBike.com on the WHOIS search engine at 
www.netsol.com on December 2, 2002. A printout of the WHOIS search result for 
www.PerformanceBike.com from www.netsol.com WHOIS search engine is submitted herewith 
as attachment l)^ The search result shows that the domain name www.PerformanceBike.com 
was not registered December 3, 1996. 

When a domain name is registered, it is by contract, controlled by the entity that 
purchased it. It does not automatically have web pages, i.e., a web site, associated with it. 
Therefore, the mere fact that www.PerformanceBike.com was registered on December 6, 1996, 
does not imply that a web site, i.e., content available for downloading to a user's browser, existed 
on that date. In fact, complicated web sites often take months to develop before they are ready 
for loading onto the web as a web site. 

I attempted to get a declaration from a representative of NSI explaining that the date 
listed in their WHOIS search engine is the date that a domain name was first registered in the 
master Domain Name Service hosted by NSI and therefore the earliest date on which the domain 
name would have been available for hosting a web site. 

A representative of NSI verbally indicated to me that NSI only accepted subpoenas for 
testimony via FAX, and that NSI did not respond to voluntary requests for discovery. Third party 
discovery is not available for ex parte matters, and therefore I do not have the right to compel a 
declaration at this time. Since this evidence is currently unavailable to me, I reserve the right to 
supplement this appeal with that evidence, if and when it becomes available. 



^A copy of the two page printout from 
www,verisign.com/corporate/news/apr_l 9980 107.html describing Network Solutions, Inc., is 
attachment 5. A copy of the two page www.wired.com/news/politics/0, 1238,31 55 l,00.html is 
attachment 6. 

'°A copy of the two page printout from www.netsol.com's WHOIS search engine for 
www.PerformanceBike.com is attachment 7. 
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c. The Weight of the Evidence is that the PerformanceBike Web 
Site did not Exist in 1994 

All of the above listed physical evidence is contradictory to the assertions provided in the 

examiner's declaration as to the date of existence of the PerformanceBike.com web site, and to 

the assertion that the web site is legal prior art,** The APJs must compare the weight of the 

physical evidence indicating that the web site did not exist until 1997 to the examiner's 

recollection that the web site existed in 1994. I submit that the examiner's unsupported 

recollection is clearly outweighed by the weight of the physical evidence and the information Mr. 

Ruggieri passed along to me. 

d. Objectively Implausible Nature of Factual Assertions in the 
Examiner's Declaration 

The examiner made blanket statements in his declaration that each and every limitation 

claimed in claims 32-58 were known to him prior to December 1996. hi fact, the examiner has 

made the same type of blanket statement in rejecting all claims in attorney docket CAT/29US- 

SCROCO, apphcation number 09/401,939, which is also now on appeal. The examiner's 

allegations that so many Umitations in so many claims were personally known to him are 

objectively implausible. For this reason, the examiner's declaration should be given little or no 

pjobative weight. 

e. The PerformanceBike.com Web Site Did Not In Fact 
Anticipate or Suggest Any One of Claims 32-58 

The applicants point out that the PerformanceBike.com web site does not now and did not 

in 1997, distribute incentives for in-store use, contrary to the examiner's assertion. A copy of 

printouts of pages of the PerformanceBike web site obtained from the WAYBACK MACHINE'S 

archive of the www.performancebike.com web site is attachment 8. • That archive shows a web 

site which has none of the functionality defined in the pending claims. None of those pages 

disclose or appear to provide incentives for in store use.^^ Accordingly, to the extent the * 



A copy of the 3 page examiner affidavit supporting obviousness rejection from 
Application no. 09/401,939 office action mailed November 22, 2002 is attachment 9. 

'^A copy of the printout of 8 pages of the PerformanceBike.com web site from 1997, as 
stored in the WAYBACK MACHINE is attachment 8. 
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examiner relies upon his memory for recollection of web site based incentives, the rejections of 
claims 32-58 are improper and should be withdrawn. 

For all the foregoing reasons, the rejections based upon the examiner's declaration are 
improper and should be withdrawal. 

The examiner corresponds claimed limitations to non-web site structure appearing in a 
retail store or a kiosk, or viewing discounted products residing in the retail outlet store. 

Furthermore, the examiner asserts that: 

The claimed web site for providing purchasing incentives from multiple 
sources occur when the examiner went into a PerformanceBike retail outlet store, 
web site or kiosk and viewed discounted products from a sales catalog, [Office 
Action mailed 1/21/03 page 10 lines 6 - 8.] 

In reply, the applicants disagree because the examiner's reliance upon the 
Performancebike.com web site as suggesting the claimed invention is logically improper. 

There are no features claimed related to going into a retail store or a kiosk or viewing 
discounted products from a sales catalog. Thus, the examiner's rejection is irrelevant to the 
present invention and should be withdrawn. 

f Obviousness Rejections Based on tlie Examiner's Declaration 

« 

The examiner asserts that: 

Furthermore examiner experience teaches the claimed invention except for 
the claimed e-mail notification. It would have been obvious to one skilled in the 
art to provide the claimed e-mail notification since e-mail is merely an automated 
feature of a concept that is old and well known as discussed above. [Office 
Action mailed 1/21/03 page 1 1 lines 4 - 7.] 

In reply, the applicants disagree because the mere fact that the prior art that the examiner 
declared he "experienced" via PerformanceBike.com could be modified would not have made the 
modification obvious, absent some teaching in the prior art motivating the modification of the 
prior art. In re Deminski , 796 F.2d 436, 230 USPQ 3113 (Fed. Cir. 1 986). 

Moreover, the web site provides no teaching suggesting incentives distributed over the 
Internet. Therefore, the rejections relying upon the examiner's experience of the 
PerformanceBike. com web site are improper and should be withdrawn. 
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Art Unit: 3622 



the independent claims further the patentable distinction of the Scroggie claims fipom Golden. 

Because Scroggie recites a personal web page feature, indq)endent claims 1, 14, and 27 are 

patentably distinct fiom Golden. 

* Jovicic does expressly or inhelrently teach the indepoidently claimed step of determining 

or a main computer configured to determine a purchase incentive depending on (I) said product 

data stored in said purchase history database or (2) said page data stored in said personal page 

^data base and ipdating or a main compiler configured to update said page data so that said 
O 

Qpersonal web page will display said purchase incentive. The independently claimed purchase 
C 

\Fiincentive depending on product data stored in said purchase history database or page data 
6 

^tored in said personal page database and page data updating is patentably distinct from Jovicic 
^because the purchase incentive or coupon depends on ^"product data'* or '"page data," which is 

^^[urther updated, neither of which is expressly or impUdtly taught in Jovicic. At column 3 lines 1 - 

Si 

□5, Jovicic discusses a coupon distribution and redemption system based on akeady obtained 
1^ 

d^ogr^hic data. Scroggie^s purchase incentive depending on product data or page data and 
further updating page data is not equivalent to a coupon distribution and redemption system based 
on already obtained demogr^hic data taught in Jovicic. Scroggie is patentably distinct fiom 
Jovicic because the purchase incentive variability depends \xpon product data and page data while 
the page data variability depends upon i^xlated page data. This two-tiered level of purchase 
incentive variabiUty (the product data and page data factors being (he first-tier and the iqxiated 
page data &ctors being the second-tier) is not expressly or inherently found in Jovicic. Because 
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